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CORPORATE DISCLOSURE STATEMENT FOR 
MARKHAM CONCEPTS INC. 

Pursuant to Federal Rule of Appellate Procedure 26.1, Appellant Markham 

Concepts, Inc. respectfully states that it does not have a parent corporation and that 

no publicly held corporation holds 10% or more of its stock. 
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REASONS WHY ORAL ARGUMENT SHOULD BE HEARD 

Pursuant to First Circuit Rule 34(a), Appellants Markham Concepts, Inc., 

Susan Garretson, and Lorraine Markham respectfully request that the Court schedule 

this appeal for oral argument.  The issue at the center of this case will help determine 

the appropriate rights and future royalty streams for the Game of Life (the “Game”), 

a massively popular board game created in 1959.  On a broader scale, the issues 

regarding the outdated instance and expense test will continue to plague creators of 

works, and the First Circuit can help resolve an important issue by correcting the test 

applied for this aspect of Copyright law. 
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INTRODUCTION 

The District Court wrongly held that Reuben Klamer (“Klamer”) is an 

“employer” of the creator(s) of the Game of Life (“Game”), such that the Game was 

a work-for-hire, resulting in a loss of statutory termination rights for Bill Markham’s 

heirs.  First, the District Court erred by using the judicially created instance and 

expense test to determine whether Klamer was an “employer” under the Copyright 

Act of 1909 (“1909 Act”), as opposed to analyzing common law agency principles 

as required by the Supreme Court in Cmty. for Creative Non-Violence v. Reid, 490 

U.S. 730 (1989) (“CCNV”).  Second, even under the instance and expense test, the 

District Court erred in finding Klamer to be an employer, as he bore no financial risk 

for development of the Game.  Third, the District Court improperly allowed 

Defendants to present a new defense on the eve of trial, resulting in erroneous factual 

findings that Bill Markham’s employees actually created the Game.    

Once this Court corrects these errors, the result must be that no party could be 

considered an “employer” such that the Game is a work-for-hire.  As a result, Bill 

Markham’s statutory heirs are not barred from exercising their statutory rights of 

termination.  
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JURISDICTIONAL STATEMENT 

The District Court has subject-matter jurisdiction over the case below 

pursuant to 17 U.S.C. § 101, et seq., 28 U.S.C. § 1331, and 28 U.S.C. § 1338(a), as 

the case arises under the Copyright Acts.   

This Court has jurisdiction over this appeal pursuant to 28 U.S.C. § 1291, as 

the present appeal arises from a final decision of the District Court from the District 

of Rhode Island. 

The present appeal is from a final order or judgment that disposes of all the 

parties’ current claims.  Appellants timely filed their notice of appeal on September 

13, 2019. 

STATEMENT OF THE ISSUES 

1. In CCNV, the Supreme Court held that the term “employee,” 

when not otherwise defined in an Act of Congress, is to be construed pursuant to 

master-servant agency principles.  May a court construe the undefined term 

“employer” as used in the 1909 Copyright Act under a different test, or must it rely 

on the principles laid out in CCNV?  

2. Under the “instance and expense” test, may a party be deemed to 

satisfy the “expense” prong if it never bore any risk of loss? 
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3. Under either the “instance and expense” test or the CCNV 

factors, did the District Court exceed its authority in determining that the Game of 

Life was a work-for-hire under the 1909 Act? 

4. Did the District Court abuse its discretion in allowing the 

introduction of a defense after the end of fact discovery, on the eve of trial? 

5. Did the District Court commit clear error in determining that 

Grace Chambers (“Chambers”) or Leonard Israel (“Israel”) made original 

contributions to the prototype of the Game of Life, despite contemporaneous 

evidence and the witnesses’ own statements to the contrary? 

STATEMENT OF THE CASE 

A. The Parties 

Plaintiff-Appellants Lorraine Markham, Susan Garretson, and Markham 

Concepts, Inc. (collectively, the “Markhams”) are the widow and adopted child of 

Bill Markham, a legendary toy and game designer.  Markham Concepts, Inc. is a 

company founded by Bill Markham primarily for the purpose of designing toys and 

games, and after his passing the company has served primarily as a vehicle for 

receiving the royalties Bill earned from his work creating the Game.   

Defendants-Appellees consist of (i) Klamer, a savvy advertiser and marketer 

with significant contacts in the toy and board game industry, (ii) the heirs of Art 
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Linkletter, a popular radio and television personality, and (iii) Hasbro, Inc. 

(“Hasbro”) a billion-dollar global toy and game company that acquired Milton 

Bradley (“MB”) and the rights to the Game in 1984.     

B. The Creation Of The Game Of Life 

The facts surrounding the genesis of the Game of Life are relatively 

uncontested.  In 1959, Klamer traveled to MB to pitch their executives on an idea 

unrelated to games.  JA-181-1841; see also JA-1204-1208.  MB rejected this idea, 

but indicated that MB was looking for a new game to commemorate its upcoming 

centennial.  Id.  Time was of the essence because MB wanted to display the new 

game at the Toy Fair which was being held in January 1960.  JA-213.  Klamer 

searched for inspiration in MB’s archives, and came across The Checkered Game of 

Life, MB’s first game from 1860.  JA-181-184.  Klamer was inspired by the name 

and had the idea of updating the game to include more modern life situations.  JA-

1933-1937.  Klamer was “an ideas man,” and admittedly not an artist, so he reached 

out to Bill Markham to actually create a game from his high-level concepts.  ADD-

3-27.   

Fortunately for Klamer, Bill was already working on a three-dimensional 

board game when Klamer contacted him.  JA-858-59.  Bill’s board game included a 

                                           
1  “JA-_” refers to the Appendix; “ADD-__” refers to the Addendum; “ECF 
No. ___” refers to the Record in Case No. 1:15-cv-00419-WES. 
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foldable, three-dimensional board with a circuitous track, and already contained 

what would become the Game’s iconic spinner.  JA-868-872.  It also included the 

double-fold in the board so it could easily fit in a box.  Id.  From this advanced 

starting point, Bill was able to create a fully complete prototype of the Game in just 

six weeks from the time he was first contacted by Klamer.  JA-193.  Even today it 

typically takes several months to create a playable prototype of a board game from 

scratch, and in 1959, it would have likely taken longer.  JA-479-480, 484-485, 710-

711.    

All work on the prototype was done at Bill Markham’s studio using Bill’s 

machines and tools.  JA-194, 259, 277, 279, 371, 399.  At the time, Bill employed 

two junior artists, Chambers and Israel.  JA-259-260, 359.  Under Bill’s leadership, 

with high-level concepts from Klamer, a prototype of the Game was created, referred 

to by Klamer as “Mr. Markham’s prototype.”  JA-1490-1525.  Both of Bill’s 

employees agreed and acknowledged that Bill was responsible for the creation of the 

iconic spinner, focusing on how Bill insisted on the unique sound it created. JA-265, 

285, 868-872, 1254.  The photograph below shows the prototype of the Game:  
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Markham and Klamer presented the prototype to MB executives in August 

1959 at a dinner in Los Angeles.  JA-196-197.  As Klamer testified, Bill Markham 

created the complete prototype of the Game at the dinner when he laid the track on 

the board’s background.  JA-190.  Art Linkletter attended the presentation, and 

Klamer and Markham pitched the idea that he could promote the Game of Life on 

network television using his celebrity status.  JA-1250-1251.   

MB loved the prototype and decided to acquire the rights to create and sell the 

Game.  On September 21, 1959, unbeknownst to Bill, MB and Klamer (through his 

company, Link Research Corporation) entered into a license agreement (the 

JA-1539 
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“License Agreement”).  JA-1195-1203.  This License Agreement gave MB the right 

to manufacture and market the Game, and provided Link with a six percent royalty.  

Id.  Importantly, the License Agreement also gave Link a $5,000 advance against 

royalties.  Id.  This advance was non-refundable, and could be retained by Klamer 

regardless of whether a single copy of the Game ever sold.  Id.   

Markham was outraged that Klamer had entered into the agreement with MB 

without him, because Klamer had “sold something that [didn’t] belong to [him].”  

JA-889.  Klamer, however, recognized that the deal might fall apart unless he 

acquired Bill’s rights to the Game.  After negotiations, Bill was eventually persuaded 

to assign away his rights, and on October 20, 1959, Klamer (through Link) and 

Markham entered into an assignment agreement (the “Assignment Agreement”).  

JA-1204-1208.  The Assignment Agreement provided Link with “all of 

[Markham’s] right, title and interest in and to the Game[,]” and specifically noted 

that Markham had “invented, designed[,] and developed” the Game – rights that 

Klamer considered imperative.  Id.  The parties further agreed on a clause providing 

that the rights to the Game would “revert” to Markham under certain conditions.  Id.; 

JA-892-93.  These documents were drafted contemporaneously with the creation of 

the Game, and no reason exists to believe the documents misidentified Bill as the 

creator, who “designed” and “developed” the Game.  
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In consideration for the assignment, Markham received the right to thirty 

percent of the royalties Link received from the Game.  Id.  Markham also received 

an advance of $773.05, and was reimbursed for the expenses previously incurred 

with his company’s creation of the Game in an amount of $2,423.16.  This total of 

$3,196.21 was paid out of the $5,000 royalty Klamer received.  Because Klamer 

retained the rest of his $5,000 advance, Klamer therefore had already profited 

$1,803.79 (worth over $15,000 in today’s dollars) before any copy of the Game ever 

sold – and indeed, regardless of whether any copy of the Game ever sold.   

The Game was published on March 12, 1960, and later that year MB and 

Klamer sought copyright registrations for the Game’s board, rules, and cover.  JA-

1209-1214.2  The registrations covering the board and rules identify MB as both the 

author and copyright owner, while the registration covering the cover identify MB 

as the author and Link as the copyright owner.  Id.  The registrations were filed as 

original works - not as derivative works and not as works for hire.  Id. 

Subsequent disputes between the parties also shed light on how the Game was 

created.  Although these disputes came after the creation of the Game, the statements 

made show the parties’ understanding of their respective roles at the time of creation.  

                                           
2  Bill was unable to file any registrations at the time the prototype was completed, 
given that it had not yet been published – a requirement under copyright law at the 
time. See U.S. Copyright Office, Compendium of U.S. Copyright Office Pracs., Ch. 
5.2.1 (1970). 
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For example, in 1965, Bill Markham came across a statement in an industry 

publication, Toy and Hobby World, identifying Klamer as the “designer” of the 

Game and omitting Bill Markham’s name entirely.  JA-1866-1868, 1933-1937.  

Merely six years after creation of the Game, the parties were able to remember their 

specific roles with the creation. Bill noted in a letter to Klamer that Klamer’s only 

contribution “was to sell [the Game] to Milton Bradley.”  In the same letter, he asked 

that Klamer formally acknowledge him as the “sole inventor, designer and 

developer” of the Game.  JA-1866-1868.  Klamer responded shortly thereafter and 

agreed with Bill’s statements.  Id.  In 1989, during the course of a litigation regarding 

a dispute that arose after Klamer withheld certain royalties from Bill.  During the 

course of the ensuing litigation, both Klamer and Bill were deposed on various 

subjects, including the creation of the Game.  Once again, Markham’s contributions 

were recognized, and importantly, minimal mention was made of Chambers or 

Israel; neither was deposed.  Given Markham’s passing in 1993, his deposition in 

the 1989 litigation serves now as an invaluable resource regarding his contributions 

to the board game industry. 

C. The Proceedings Below 

This appeal arises from the Markhams’ request for a declaratory judgment that 

(i) Bill Markham is the rightful “author” of the Game, and (ii) his heirs have the 

authority to terminate all relevant copyright grants or transfers pursuant to 17 U.S.C. 
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§ 304(c) (“Termination Rights”).  Termination Rights are intended to enable creators 

or their heirs to renegotiate the terms of deals which were signed before the true 

value of the underlying work was fully understood.  These vital rights, are not 

available if a copyrighted work was “made for hire.”  Id.  Under the 1909 Act, this 

is determined by analyzing whether any party may be considered the “employer” of 

the party that actually created the work.3 

The operable Third Amended Complaint contained multiple Causes of Action 

directed to a wide variety of topics. See generally ECF No. 127. However, 

recognizing the importance of the issue of termination rights and the work-for-hire 

question, the parties agreed to hold a trial focused solely on that question.  In order 

to allow the Court to hear live testimony from Defendants’ witnesses in the case, 

who were unable to travel, the Markhams agreed to hold part of the trial in the 

Central District of California in November of 2017. 

The Markhams’ preparation for this trial, however, was upended on October 

24, 2017, mere weeks before the trial was scheduled to begin, when the Defendants 

presented a new work-for-hire theory.  JA-1753-1765.  At the beginning of the case, 

in 2015, in response to contention interrogatories, the Defendants disclosed a single 

work-for-hire theory: that Reuben Klamer was an “employer,” as such term was used 

                                           
3  The work-for-hire provision of the 1909 Act provides simply that “the word 
‘author’ shall include an employer in the case of works made for hire.” 
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in the 1909 Act, and therefore that he could be considered the author of the Game 

under a work-for-hire theory. See ECF Nos. 141-2. Relying on this response, the 

Markhams focused their analysis and discovery efforts on determining whether 

Klamer could be considered an “employer.”  On October 24, 2017 – nearly a month 

after the September 29, 2017 end of fact discovery and mere weeks before the 

November 16th beginning of trial – Hasbro served updated contention responses on 

the Markhams, for the first time identifying a new defense:  that Bill Markham was 

an “employer” under the 1909 Act, and therefore that he was the author of the Game 

under a work-for-hire theory.  JA-1753-1765.  Several days later, Klamer followed 

suit, and also served updated contentions containing this new theory.  JA-2160-2163. 

The Markhams timely objected to this late disclosure, noting the extreme 

prejudice they were about to suffer by having to prepare for this new theory without 

the benefit of discovery, especially given that every witness in the case was 

represented by Defendants, allowing Defendants to prepare while depriving the 

Markhams of the same opportunity. ECF Nos. 140, 142. Compounding the 

prejudice, the District Court did not rule on the motions until November 15, 2017, 

the day before trial, and then in a Text Order denied the motions without any 

explanation of its reasoning, stating only that it would “hear evidence on all parties’ 

theories with respect to authorship, and work made for hire at the trial commencing 

Thursday morning.”  ADD-1.  The Markhams are appealing from this Text Order.    
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The District Court issued its Findings of Fact and Conclusions of Law on 

January 25, 2019, finding that Reuben Klamer satisfied the instance and expense test 

and therefore that authorship of the copyrights vested in him. ADD-3-27. In doing 

so, the District Court failed to acknowledge that the test is inconsistent with the 

Supreme Court’s holdings in CCNV, thereby disagreeing with the Eleventh Circuit 

Court of Appeals, David Nimmer – the foremost authority on Copyright law – and 

each of the amici supporting the writ of certiorari in Kirby v. Marvel Characters, 

Inc., 2014 WL 2754941, 2754942, 2754943, 2811104 (U.S. June 13, 2014).  In 

CCNV, the Supreme Court unambiguously held that where Congress uses terms such 

as “employee” or “employer” without defining them, as a matter of statutory 

construction, “Congress intended to describe the conventional master-servant 

relationship as understood by common-law agency doctrine.”  490 U.S. at 739-40.  

The instance and expense test instead determines which party may be an “employer” 

– not defined in the 1909 Act – not through traditional agency principles, but rather 

by which party provided the “instance” and “expense” for the created work.   

Further, the District Court’s application of the instance and expense test failed 

to recognize (i) the impact of Bill Markham’s express reservation of rights, and (ii) 

Klamer’s failure to satisfy the expense prong.  Each of these should have resulted in 

a finding that Klamer was not an “employer.”  Finally, because it allowed 

Defendants’ eve-of-trial defense, the District Court made several findings regarding 
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the contributions of Chambers and Israel in creating the Game.  These findings are 

in direct conflict with half a century of contemporaneous evidence and the witnesses’ 

own testimony.   

SUMMARY OF THE ARGUMENT 

The District Court’s decision that the Game was a work-for-hire was both 

legally and factually wrong for a number of reasons. 

First, the instance and expense test is contrary to the Supreme Court’s holding 

in CCNV and should be expressly rejected.  The 1909 Act’s text relating to work-

for-hire is that “the word ‘author’ shall include an employer in the case of works 

made for hire.”  Copyright Act of 1909 § 62.  For the first several decades following 

the enactment of the Act, courts analyzed whether a party could be considered an 

“employer” by looking at traditional employer-employee relationships.  See CCNV, 

490 U.S. at 744. The Ninth Circuit later changed this approach, and implemented a 

new test to determine if a party constituted an “employer,” requiring courts to 

examine at whose “instance” and “expense” the work was created. Lin-Brook Bldrs. 

Hardware v. Gertler, 352 F.2d 298, 300 (9th Cir. 1965).  In CCNV, the Supreme 

Court held that where Congress uses terms such as “employee” without providing a 

definition, courts should interpret the term pursuant to master-servant relationship 

agency principles.  490 U.S. at 740.  The instance and expense test is in conflict with 

this Supreme Court holding, and therefore should not be used to determine whether 
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a party is an “employer” under the 1909 Act.  CCNV’s impact on the instance and 

expense test is a matter of first impression in this Circuit, and therefore this Panel 

may decide whether the Supreme Court destroyed the rationale of the instance and 

expense test. 

Second, even if the instance and expense test is deemed to be viable after 

CCNV, caselaw makes clear that a work-for-hire analysis should not proceed if the 

parties agreed that rights could “revert” to a creator, as this would be an indication 

that rights did not initially vest in the person who hired the creator.  Gertler, 352 

F.2d at 300.  Based on the explicit language of the Assignment Agreement, which 

provided that the rights to the Game could revert to Bill under certain circumstances, 

the parties agreed implicitly that the rights had vested with Bill in the first place, 

defeating any work-for-hire claim. 

Third, even under the instance and expense analysis, Klamer cannot have 

satisfied the “expense” prong because he never bore any financial risk for the 

creation of the Game.  As the District Court itself acknowledged, the expense prong 

is satisfied where a party bears the risk of loss for creation of the work.  ADD-21-

22.  Based on the District Court’s findings, it was MB, not Klamer, that satisfied the 

expense prong.  ADD-22 n.5. Therefore, because no single party satisfied both the 

“instance” and “expense” prongs, Klamer was not Bill Markham’s “employer.” 
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Fourth, the District Court erred by permitting Defendants to introduce a new 

theory – that Bill Markham could be an “employer” – on the eve of trial.  Discovery 

exists in order to allow parties to crystalize their claims and defenses, and caselaw 

has repeatedly found that theories not raised during discovery may not be used to 

ambush a party at trial.  See Liccardi v. TIG Ins. Grp., 140 F.3d 357, 367 (1st Cir. 

2008); Klonaski v. Mahlab, 156 F.3d 255, 276 (1st Cir. 1998).  There was no reason 

the theory could not have been raised at a significantly earlier date.  By their own 

admission Defendants formulated the theory months earlier but chose not to disclose 

the theory until discovery closed and only weeks before trial started.  ECF No. 155 

at 2-3, 9.  The Markhams suffered significant prejudice as a result of this belated 

theory, and the theory should be precluded, meaning that Bill Markham cannot be 

found to be an “employer” of any party that created the Game.   

Fifth, even if this late defense is maintained, no reasonable fact finder could 

find that Bill Markham is the “employer” of any party that made original 

contributions to the prototype of the Game of Life.  Defendants bear the burden of 

proof on their work-for-hire defense.  See, e.g., Playboy Enters., Inc. v. Dumas, 53 

F.3d 549, 554-55 (2d Cir. 1995) (after the party claiming to be the employer meets 

the applicable work-for-hire test, the burden shifts to the independent contractor to 

show an agreement to the contrary). Bearing the burden of proof on a work-for-hire 

defense, Defendants failed to show Chambers or Israel actually made “original” 
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contributions to the prototype of the Game, as the contemporaneous evidence and 

the witnesses’ own statements were to the contrary.  The only remaining result, 

supported by all the contemporaneous evidence, is that Bill Markham is the sole 

author of the copyrights.  This Panel should therefore either declare that the 

Markhams have a statutory right of termination or remand to the District Court to 

enter such judgment.  

ARGUMENT 

The ultimate question under the 1909 Act when considering a work-for-hire 

defense is whether any party may be considered an “employer” of someone who 

created the work, such that authorship rights vested with such party rather than the 

actual creator.  In this case, two such parties have been theorized to exist: Klamer or 

Bill Markham.  The District Court found that under the instance and expense test, 

Klamer was an “employer.”  Finding either to be an “employer” is both legally and 

factually wrong. Use of that test – inconsistent with Supreme Court precedent – is 

inappropriate. Klamer is not an employer under the proper test, as he was not an 

“employer” under agency principles.  Regardless, Klamer is not an “employer” 

under the instance and expense test, as he cannot satisfy the “expense” prong of the 

test.   

Moreover, Bill cannot be found to be an “employer,” both because this 

defense was belatedly introduced and because no employee made any “original” 
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contribution to the Game.  Thus, no party is an “employer” for purposes of the 1909 

Act. As a result, authorship must vest in the creator of the Game – Bill Markham – 

and Termination Rights must exist.  

I. REUBEN KLAMER CANNOT BE THE “EMPLOYER” OF ANY 
PARTY THAT CREATED THE GAME OF LIFE 

A. Standard Of Review  

Each of the issues surrounding whether Klamer could be considered an 

“employer” for purposes of the 1909 Act – namely, (i) whether the instance and 

expense test should be used in light of CCNV, (ii) whether the language of the 

Assignment Agreement precludes a work-for-hire test at all, and (iii) whether 

Klamer satisfied the instance and expense test – are purely questions of law, with no 

facts in dispute. The First Circuit reviews questions of law de novo.  See United 

States v. Lee, 317 F.3d 26, 29 (1st Cir. 2003).  

B. Klamer Is Not An Employer Under The Supreme Court’s CCNV 
Factors 

1. CCNV, Not The Instance And Expense Test, Is The Proper 
Test For Determining Which Party Could Be An 
“Employer” Under The 1909 Act 

The work-for-hire analysis under the 1909 Act is directed to a single question:  

How can a court determine if a party is an “employer”? The Supreme Court 

answered this question definitively in CCNV, holding that where Congress uses the 
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term “employer” without defining it, Congress intended to refer to common agency 

principles.  Any test that determines whether a party is an “employer” differently – 

such as the instance and expense test – is therefore contrary to Supreme Court 

precedent and should be rejected. 

The 1909 Act provides a single exception to the general rule that authorship 

vests with the person who creates a physical work:  “The word ‘author’ shall include 

an employer in the case of works made for hire.”  Copyright Act of 1909 § 62.  Since 

“employer” was not defined in the 1909 Act, for half a century it was interpreted 

according to its common law meaning.  Thus, the work-for-hire doctrine applied 

solely to conventional employment relationships.  Parties were not considered 

“employers” under independent contractor relationships.  CCNV, 490 U.S. at 744.   

However, beginning in the middle of the 1960’s, some courts held that 

regardless of whether the creator was a traditional “employee,” or an independent 

contractor, “in the absence of an express contractual reservation of the copyright in 

the artist, the presumption arises that the mutual intent of the parties is that the title 

to the copyright shall be in the person at whose instance and expense the work is 

done.”  Gertler, 352 F.2d at 300 (generally regarded as establishing the “instance 

and expense” test).   

The Supreme Court rejected this method of determining an “employer” in 

CCNV.  In analyzing the term “employer” as used in another Copyright Act, the 1976 
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Act, the Supreme Court clarified the standard regarding how to interpret Acts of 

Congress that use variants of the word “employee” or “employer”: 

In the past, when Congress has used the term “employee” 
without defining it, we have concluded that Congress 
intended to describe the conventional master-servant 
relationship as understood by common-law agency 
doctrine. Nothing in the text of the work for hire 
provisions indicates that Congress used the words 
“employee” and “employment” to describe anything other 
than “‘the conventional relation of employer and 
employee.’” 

*  *  * 

In past cases of statutory interpretation, when we have 
concluded that Congress intended terms such as 
“employee,” “employer,” and “scope of employment” to 
be understood in light of agency law, we have relied on the 
general common law of agency, rather than on the law of 
any particular State, to give meaning to these terms. 

490 U.S. at 739-40 (citation omitted).  These statements apply equally to the 1909 

Act.  Congress did not define the term “employer” in the 1909 Act, and therefore 

pursuant to the Supreme Court, Congress intended to describe “the conventional 

master-servant relationship as understood by common-law agency doctrine.”  Id. at 

740. The term “employer” should therefore be “understood in light of agency 

law . . . [rel[ying] on the general common law of agency.”  Id.  

Significant authorities on copyright law have agreed that CCNV rendered the 

instance and expense test inoperable.  David Nimmer, the author of the preeminent 
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treatise in this field, stated that, following CCNV, “the support undergirding the 

[instance and expense] line of cases has entirely collapsed.”  3 Melville B. Nimmer 

& David Nimmer, Nimmer on Copyright § 9.03[D] (rev. ed. 2019).  Mr. Nimmer 

traced the history of analysis of the term “employer” under the 1909 Act, noting that 

“[i]f the author were a commissioned independent contractor rather than an 

employee, the thrust of the early cases is that [] rights vested in the author, not the 

proprietor.”  Id.  The instance and expense test later changed this analysis and 

allowed rights to vest initially in proprietors under work-for-hire.  As Mr. Nimmer 

points out, the Supreme Court’s language in CCNV is to the contrary.   

For example, in discussing the 1909 Act, the Supreme Court noted that “[a]s 

for commissioned works, the courts generally presumed that the commissioned party 

had impliedly agreed to convey the copyright, along with the work itself, to the 

hiring party.”  CCNV, 490 U.S. at 744.  If a commissioned party is deemed to have 

agreed to convey the work, the implicit understanding is that rights had initially 

vested in the commissioned party, not in the entity that hired the commissioned 

party.  This contrasts with works made for hire, in which rights vest initially in the 

employer.  Thus, as Mr. Nimmer notes, even the Supreme Court acknowledged that, 

under the 1909 Act, commissioned parties and traditional employees are treated 

differently.  Following the Supreme Court’s holding on how to interpret terms such 

as “employer” when used in an Act without its own definition, works-for-hire under 
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the 1909 Act vest initially in “employers” under traditional agency principles, and 

not in parties that hired independent contractors. 

The Eleventh Circuit also agrees that the “rationale [of the instance and 

expense test] was rejected by [CCNV].”  M.G.B. Homes, Inc. v. Ameron Homes, Inc., 

903 F.2d 1486, 1490 (11th Cir. 1990).  In M.G.B. Homes, the Eleventh Circuit 

reviewed whether the test should be used for analyzing works for hire under the 1976 

Act.  The Eleventh Circuit held that the test was inappropriate for two reasons.  First, 

the 1976 Act contained amendments which made the test inoperable.  Second, and 

more importantly for the present question, the Eleventh Circuit held that the rationale 

of the test was rejected by CCNV.  Id. at 1490-91. Thus, significant authorities have 

recognized that CCNV destroyed the instance and expense test, and the test should 

no longer apply. 

Only two other Circuits appear to have been asked to review the impact of 

CCNV on the instance and expense test. The Second and Ninth Circuits have each 

attempted to limit CCNV to the specific Act it was discussing (the 1976 Act), and 

have therefore held that the instance and expense test should continue to apply. See 

Est. of Burne Hogarth v. Edgar Rice Burroughs, Inc., 342 F.3d 149, 161–62 (2d Cir. 

2003); Twentieth Century Fox Film Corp. v. Entm’t Distrib., 429 F.3d 869, 878-79 

(9th Cir. 2005).  With all due respect to those Circuits, statements by the Supreme 

Case: 19-1927     Document: 00117541945     Page: 30      Date Filed: 01/24/2020      Entry ID: 6312008



 

 - 22 - 

Court should not be so limited, and each of those Circuits improperly focused on the 

Supreme Court’s dicta rather than the Supreme Court’s holding.   

Specifically, for example, in Hogarth, the Second Circuit focused on the 

Supreme Court’s dicta that prior courts had, in considering the 1909 Act, 

“‘generally’ presumed that the commissioned party had impliedly agreed to convey 

the copyright[.]”  342 F.3d at 162 (quoting CCNV, 490 U.S. at 744).  As Mr. Nimmer 

pointed out, this language could be interpreted to imply that rights vested initially in 

the commissioned party, not the entity that hired the commission party, and therefore 

that commissioned works were not “works made for hire” under the 1909 Act.  The 

Ninth Circuit focused on this same language.  Twentieth Century Fox, 429 F.3d at 

878.  Each Circuit decided that this language was dicta, and that the thrust of the 

Supreme Court’s actual holding was limited to the 1976 Act.  The Circuits failed to 

consider, however, that the Supreme Court’s holding itself requires rejection of the 

instance and expense test.   

Even setting aside the alleged dicta, the Supreme Court’s fundamental holding 

was that “when Congress has used the term ‘employee’ without defining 

it . . . Congress intended to describe the conventional master-servant relationship as 

understood by common-law agency doctrine.”  CCNV, 490 U.S. at 739-40.  This 

holding is in no way limited to the 1976 Act, and the opinion should be read to apply 

to any Act of Congress which uses the terms “employee,” “employer,” or 
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“employment” without providing an alternate definition.  In considering this 

holding, rather than the dicta focused on by Hogarth and Twentieth Century Fox, it 

is clear that the instance and expense test seeks to interpret the term “employer” in 

a manner inconsistent with common-law agency principles, and is therefore in 

conflict with the Supreme Court.  As a result, the instance and expense test must be 

formally rejected. 

2. Whether to Apply The Instance And Expense Test After 
CCNV Is A Matter Of First Impression in the First Circuit 

Only a single First Circuit Court of Appeals case, Forward v. Thorogood, 985 

F.2d 604 (1st Cir. 1993), has applied the instance and expense test after CCNV, but 

this Panel is not required by that decision to apply the test. In particular, the Court 

in Forward was not asked to decide CCNV’s impact on the test, and therefore did 

not provide any holding on that question.  Thus, this Panel may consider whether the 

Supreme Court’s holding requires rejecting the instance and expense test. 

Whether or not CCNV requires rejection of the instance and expense test is a 

matter of first impression at the appellate level in this Circuit.  Although Forward 

used the test, no party challenged its viability. In fact, the test itself was barely raised 

at all – the instance and expense test is mentioned a single time in the entire briefing. 

See Brief for Plaintiff-Appellant, Forward v. Thorogood, 1992 WL 12577161, at 

*28 (1st Cir. May 10, 1992).  CCNV itself is mentioned only twice in the briefing, 
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and never in the context of whether the instance and expense test is appropriate.  

Brief of Defendants-Appellees, Forward v. Thorogood, 1992 WL 12577160, at *13, 

*31 (1st Cir. July 9, 1992).  No party asked the First Circuit to consider the propriety 

of the instance and expense test, and therefore the First Circuit did not consider that 

issue or render a holding reaffirming the test. 

Indeed, Forward barely mentioned the test or CCNV.  The instance and 

expense test was accepted, without challenge or dispute, as being the general rule at 

the time for determining works for hire under the 1909 Act.  See 985 F.2d at 606.  

Similarly, CCNV is raised only three times, and never in the context of the propriety 

of the instance and expense test.  Id. at 605-06 & n.2. Thus, Forward is not binding 

precedent on the question of whether the instance and expense test is inconsistent 

with CCNV, and this Panel may decide whether the instance and expense test should 

be rejected. 

Moreover, that a First Circuit decision may have applied the instance and 

expense test before CCNV does not mean that this Panel must also apply the test. 

Panels are bound to follow Circuit opinion, but are also bound to follow the Supreme 

Court. 

When emergent Supreme Court case law calls into 
question a prior opinion of another court, that court should 
pause to consider its likely significance before giving 
effect to an earlier decision . . . stare decisis is neither a 
straightjacket nor an immutable rule; it leaves room for 
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courts to balance their respect for precedent against 
insights gleaned from new developments, and to make 
informed judgments as to whether earlier decisions retain 
preclusive force. 

Carpenters Local Union No. 26 v. U.S. Fid. & Guar. Co., 215 F.3d 136, 141-42 (1st 

Cir. 2000); see also Hogarth, 342 F.3d at 162 (“the content of a Supreme Court 

opinion can provide a basis that permits us to reject a precedent of this Court without 

the need for in banc reconsideration”).  Thus, this Panel need not wait for en banc 

reconsideration before rejecting the instance and expense test, and may correct the 

law in the First Circuit now to align with the guidance by the Supreme Court in 

CCNV. 

3. Under CCNV Factors, Klamer Cannot Be An “Employer”  

Under the Supreme Court’s CCNV test, Klamer’s relationship with Bill 

Markham should be determined under common-law agency principles.  See CCNV, 

490 U.S. at 739-40.  Pursuant to CCNV, the relevant factors to be considered include 

the skill required; the source of the instrumentalities and 
tools; the location of the work; the duration of the 
relationship between the parties; whether the hiring party 
has the right to assign additional projects to the hired 
party; the extent of the hired party’s discretion over when 
and how long to work; the method of payment; the hired 
party’s role in hiring and paying assistants; whether the 
work is part of the regular business of the hiring party; 
whether the hiring party is in business; the provision of 
employee benefits; and the tax treatment of the hired party, 
[and] the hiring party’s right to control the manner and 
means by which the product is accomplished. 
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490 U.S. at 751-52.  No single factor is considered determinative, and all should be 

considered.  Id. at 752.  In the case of Markham and Klamer, the factors are all 

neutral or weigh heavily towards a finding that Klamer was not Markham’s 

employer. 

First, each witness that testified during the November 2017 trial stated that 

Klamer needed help in order to create the prototype because he didn’t have the 

graphic capabilities that Markham and his team had. JA-267, 382-383, 1238, 1532. 

The high level of skill required to create the Game weighs against the work being a 

work-for-hire.  Second, the prototype of the Game was made at Markham’s office 

using Markham’s own machines and tools, and Klamer did not provide any office 

space or instrumentalities for the creation of the Game, weighing against a finding 

of a work-for-hire. JA-861-862, 865, 869, 1227, 1252-1254, 1867, 1853-1854, 1849-

1850, 1237, 1919, 1491-1492, 1267, 1204-1208.  Third, the nature of the relationship 

between Markham and Klamer shows that the work was not a work-for-hire. The 

agreement to work together on the Game of Life project was a short burst, framed 

around a general business relationship in which Markham created products and 

Klamer distributed them. JA-1863-1865, 1825-1837, 2226-2229, 1835-1837, 1876-

1877, 2223-2225, 855-856, 719, 739-745, 1354, 1283, 1204-1209, 441. Klamer 

could not generally “assign” Markham any tasks or require him to take on new 

projects. Id.  Fourth, it was Markham, not Klamer, who directed the means by which 
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the Game of Life was created, including which individuals would assist with the 

project, how long those individuals would work, and any hiring or firing decisions 

as to any assistants. JA-1205, 194, 259, 277-279, 371, 399, 1356-1357, 407-408.  

Fifth, Markham was paid via a royalty, did not receive any health benefits from 

Klamer, and had no taxes withheld by Klamer. JA-1357, 1205, 1943.  Thus, under 

the factors that determine a traditional employer-employee relationship, Klamer was 

not Markham’s “employer.”   

As stated in the Assignment Agreement, Markham was an independent 

contractor.  See JA-1204-1208. This Panel may therefore decide, based on the 

unambiguous record, that Klamer is not an “employer” for purposes of a work-for-

hire under the proper CCNV test.  In the alternative, the case may be remanded on 

the narrow issue of whether Klamer satisfies the CCNV factors.  

C. The Reservation Of Rights In The Assignment Agreement 
Requires A Finding That The Game Was Not A Work-For-Hire 

Even if the instance and expense test is valid, caselaw has made clear that the 

resulting presumption that the work was made for hire does not apply if there is “an 

express contractual reservation of the copyright in the artist.”  Gertler, 352 F.2d at 

300.  The principle behind this holding is that parties acknowledging that rights can 

be reserved by a creator are tacitly agreeing that such rights vested initially in the 

creator.  Put another way, if rights to copyrights can “revert” back to a party, then 
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that party was the author initially, and the work was not made for hire.  Precisely 

this kind of reservation of rights exists in the current case. 

In the Assignment Agreement, after acknowledging that Bill Markham was 

entitled to certain intellectual property rights, including copyrights, “as the inventor, 

designer and developer of the Game,” the parties agreed that Bill assigned any such 

copyrights to Link, but that “said assignments will revert to MARKHAM upon the 

termination of th[e] agreement.” JA-1207, 892-893.  The word “revert” is 

particularly instructive here, as the word implies that rights vested initially in Bill 

Markham and could “revert” back to him under certain circumstances.  Rights 

vesting in Bill Markham initially, and being subject to reversion, would be 

inconsistent with the theory that the Game was a work made for hire, since under a 

work-for-hire scenario rights would vest initially with Bill Markham’s “employer.”  

Thus, under instance and expense caselaw, this reservation of rights should prevent 

application of the test and rebuts any presumption that rights vested in the 

“employer.” 

The District Court held that the above language from the Assignment 

Agreement was “operative only in a hypothetical world,” but failed to recognize that 

the specific language used in the agreement showed that the parties understood rights 

to have vested initially in Bill Markham and to have been assigned to Klamer. ADD-

25.  Regardless of whether the assignment was ever terminated and regardless of 
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whether rights ever would or could “revert” to Bill Markham, the parties usage of 

the term “revert,” and the parties’ reference to Bill’s entitlement to copyrights as the 

“inventor, designer and developer of the Game” show that the parties understood 

that rights had vested initially with Bill Markham, a conclusion inconsistent with the 

work-for-hire theory. This Assignment Agreement language therefore requires a 

finding that the Game was not a work made for hire, and this Panel may decide now 

that Klamer cannot be considered an “employer” for purposes of the 1909 Act. 

D. Klamer Does Not Qualify As An “Employer” Under The Instance 
And Expense Test 

Even under the instance and expense test, Klamer cannot be considered an 

“employer.”  To satisfy the definition under the test, a single party must satisfy both 

the “instance” and “expense” prongs. See Marvel Characters, Inc. v. Kirby, 726 F.3d 

119, 139-40 (2d Cir. 2013).  Accepting all the District Court’s findings as true, as a 

matter of law, Klamer cannot be found to satisfy the “expense” prong, and therefore 

he cannot be considered an “employer” under the instance and expense test. 

The District Court noted that “[i]n determining who bore the expense of 

creation, the lodestar is financial risk; the question being who took it, or most of it.”  

ADD-22.  To be clear: at no point in time did Klamer risk any money; in fact, the 

only question for Klamer was the amount he would profit from the creation of the 

Game.  Klamer (through Link) received a $5,000 non-refundable advance from MB 

Case: 19-1927     Document: 00117541945     Page: 38      Date Filed: 01/24/2020      Entry ID: 6312008



 

 - 30 - 

on September 17, 1959. JA-1275-1276, 1770, 2222, 304-305, 1195, 2092.  These 

funds would never need to be repaid to MB.  JA-1195-1203.  To put it simply, if the 

Game had never sold a single copy, Klamer would have walked away with thousands 

of dollars.  A month later, on October 20, 1959, Klamer agreed to pay $3,196.21 of 

these funds to Markham to reimburse Markham for the expenses Markham incurred 

in creating the Game. JA-1205.  Even after that payment, Klamer had thousands of 

dollars remaining from the advance (worth over $15,000 in today’s dollars), and 

again, would have profited regardless of whether a single copy of the Game was ever 

sold.  Klamer would never have lost a cent on creating the Game, and as a legal 

matter, a party that stands only to profit cannot be said to have borne the “expense” 

of creating the Game.  See, e.g., Twentieth Century Fox, 429 F.3d at 881 (finding the 

expense prong satisfied only because the proprietor of the work “took on all the 

financial risk of the book’s success.”). 

The correct answer to the question of which party bore the “expense” is 

answered in a footnote in the District Court’s decision.  The District Court noted that 

“[a]n argument could have been made (but was not) that the Game was created at 

the instance and expense of MB.”  ADD-22. After all, “it was MB, that, once it 

accepted the Game, paid Klamer $5,000 and bore the risk of its failure to sell to the 

public.”  Id. (emphasis added).  The Court therefore answered its own question as to 

who took the financial risk:  MB.  A theory that MB could be the “employer” was 
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not ultimately asserted by the Defendants, however the argument that Klamer did 

not satisfy the expense prong was absolutely raised.  As the District Court noted, it 

was Klamer who hired Markham, and therefore Klamer, and not MB, could be found 

to satisfy the “instance” prong.  Id.  Yet only MB, not Klamer, could be found to 

satisfy the “expense” prong on this record.  The District Court ultimately asked a 

question (who bore the financial risk of the Game?), answered the question (MB 

bore the financial risk of the Game), and then contradicted its own answer (Klamer 

satisfies the expense prong).  ADD-22.  This constitutes legal error. 

The District Court found that Klamer satisfied the expense prong despite 

never bearing any actual risk because Klamer had allegedly agreed to reimburse 

Markham for expenses Markham incurred.  Id. at 21  The District Court did not 

determine that this alleged, unenforceable assertion to repay was an enforceable oral 

contract, and if the deal to sell the Game had fallen apart, Klamer could have walked 

away with no legal obligation to actually reimburse Bill Markham.  See id.  A party 

cannot be said to have borne a risk of loss based on a non-enforceable promise – 

there was no actual risk present for such party.  Klamer did not enter into an actual 

contract providing for reimbursement until he first secured the advance from MB.  

See id.  Thus, Klamer never actually bore any financial risk for the creation of the 

Game, and he cannot be found to have satisfied the “expense” prong of the test. 
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Any remaining question as to the expense prong should be construed against 

a finding that Klamer satisfied the “expense” prong.  First, as noted previously, it is 

Defendants’ burden to prove their work-for-hire defense.  Second, every other factor 

that courts consider in deciding whether the expense prong was satisfied weighs 

against a finding that Klamer satisfies the prong.  For example, the hiring party’s 

provision of “tools, resources, or overhead” may be indicative of the work being 

created at the hiring party’s expense.  Kirby, 726 F.3d at 140; Marco v. Accent Publ’g 

Co., 969 F.2d 1547, 1550 (3d Cir. 1992).  Here, however, the tools, resources, and 

overhead were provided by Markham, who owned his own offices and provided the 

necessary tools for the creation of the Game. JA-861-862, 865, 869, 1227, 1252-

1254, 1867, 1853-1854, 1849-1850, 1237, 1919, 1491-1492, 1267, 1204-1208.  

Similarly, the nature of payment by the hiring party is strongly suggestive of whether 

a work was created at the hiring party’s expense. As is definitively established in the 

Assignment Agreement, Markham received a royalty in exchange for his work on 

the Game. JA-542-546; 789.  Payment of a royalty by the hiring party “generally 

weighs against finding a work-for-hire relationship.”  Playboy Enters., 53 F.3d at 

555.  Thus, because Klamer cannot satisfy the expense prong of the test, as a legal 

matter, he cannot be said to be the “employer” of Markham even under the instance 

and expense test, and this Panel may decide now that he is not an employer under 

the test.   
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As a result, under CCNV factors or the instance and expense test, Klamer 

cannot be considered an “employer” of a party that created the Game.  At the very 

least, this outcome means that the Markhams must succeed on their request for a 

declaration that Bill Markham is the “author” of the Game.   

II. BILL MARKHAM CANNOT BE CONSIDERED THE “EMPLOYER” 
OF ANY PARTY THAT CONTRIBUTED TO THE GAME OF LIFE 

Bill Markham also cannot constitute the “employer” of any party that created 

the Game. First, the theory that Bill Markham could be the “employer” was hidden 

by Defendants until a month after discovery ended and mere weeks before trial 

began.  This belated theory prejudiced the Markhams, and should be barred to make 

clear to future litigants that theories must be disclosed during discovery and not 

surreptitiously hidden until most advantageous.  Second, Defendants (who had the 

burden to prove their work-for-hire defense) failed to prove that any of Bill 

Markham’s employees made actual, “original” contributions to the Game.  The 

District Court’s findings to the contrary are contrary to the evidence and constitute 

clear error.  Thus, Bill Markham cannot be found to be an “employer” of any party 

contributing to the Game, and the Game therefore is not a work-for-hire.  
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A. The Defense That Bill Markham Could Be An “Employer” Was 
Improperly Allowed Despite Prejudice To The Markhams 

Mere weeks before trial and after discovery closed, Defendants for the first 

time amended their interrogatory responses to add a new defense – that the Game 

was a work-for-hire with Bill Markham as the “employer” (the “Late Defense”). 

Throughout the litigation, the Defendants had asserted a single work-for-hire theory: 

that Klamer could be considered an “employer” under the 1909 Act. A month after 

the discovery deadline, Defendants introduced the Late Defense.  In response to the 

late disclosure, the Markhams filed a motion to strike the Late Defense under the 

provisions of Rule 37(c)(1), or in the alternative, to postpone the trial and re-open 

discovery in order to evaluate the merits of the Late Defense. ECF No. 140 at 9. The 

District Court denied the motion in a text order with no explanation a day before trial 

began, forcing the Markhams to confront witnesses – represented by Defendants’ 

counsel – without the benefit of discovery.  ADD-1.  By allowing such behavior 

from the Defendants to go unchecked and requiring the Markhams to undergo trial 

by ambush, the District Court abused its discretion.  Thus, the Late Defense should 

be precluded in any further adjudication of this case.  Below is a relevant timeline 

of events that evidence the Defendants’ unjustified and harmful late disclosure of 

the Late Defense: 
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x February 3, 2016:  Declarations of Chambers and Israel (represented by 
Defendants’ counsel) referencing their employment by Markham and 
the creation of the Game. ECF Nos. 49-3, 49-4. 

x April 11, 2016: Defendants assert work-for-hire theories, asserting that 
Klamer may be considered an “employer” under the 1909 Act.  ECF 
No. 141-2. 

x May 31, 2017: Chambers deposition. ECF No. 141-6 

x June 1, 2017: Israel deposition. ECF No. 141-7 

x September 28, 2017: End of fact discovery.  ECF No. 123A  

x October 24, 2017: Defendants first supplement their interrogatories to 
include a new theory that Bill Markham is an “employee.” JA-1753-
1765. 

x November 2, 2017: The Markham Parties file a Motion to Strike the 
Late Defense.  ECF No. 140 

x November 15, 2017: District Court denies the Markham Parties’ 
motions regarding the Late Defense.  ADD-1. 

x November 16, 2017:  Trial begins. JA-159. 

1. Standard of Review 

The Defendants’ belated disclosure of the Late Defense is a blatant violation 

of Rules 26(e)(1) and 37(c)(1).  Rule 26(e)(1) requires a party to “supplement or 

correct its disclosure or response…in a timely manner.”  Fed. R. Civ. P. 26(e)(1)(A).  

Rule 37(c)(1) further clarifies in no uncertain terms that “ [i]f a party fails to provide 

information or identify a witness as required by Rule 26(a) or (e), the party is not 

allowed to use that information or witness to supply evidence on a motion, at a 

hearing, or at a trial, unless the failure was substantially justified or is harmless.”  
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Fed. R. Civ. P. 37(c)(1) (emphasis added).  Thus, Rule 37(c)(1) “requires the near 

automatic exclusion of Rule 26 information that is not timely disclosed.” Wilson v. 

Bradlees of New Eng., Inc., 250 F.3d 10, 20 (1st Cir. 2001).  

An abuse of discretion standard applies for reviewing the District Court’s 

holding allowing the Late Defense. Macaulay v. Anas, 321 F.3d 45, 51 (1st Cir. 

2003).  In determining whether the District Court abused its discretion, this Panel 

“must consider a multiplicity of pertinent factors, including the history of the 

litigation, the proponent’s need for the challenged evidence, the justification (if any) 

for the late disclosure, and the opponent’s ability to overcome its adverse effects.” 

Id.  Further, “[s]urprise and prejudice are important integers in this calculus” as well 

as “an assessment of what the late disclosure portends for the court’s docket.” Id.   

2. All Of The Macaulay Factors Weigh In Favor Of Finding 
That The District Court Abused Its Discretion In Allowing 
The Late Defense Into The Case 

There is no dispute that the Defendants asserted the Late Defense nearly a 

month after discovery closed and mere weeks before trial began, despite the fact that 

Defendants – by their own admission – had apparently formulated the theory months 

earlier.  ECF No. 155 at 2-3.  Thus, the question reduces to whether the District 

Court abused its discretion by not imposing a sanction for the violation of the 

discovery rules.  For discovery violations, “[t]he baseline rule is that ‘the required 

sanction in the ordinary case is mandatory preclusion.’” Santiago-Díaz v. 
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Laboratories Clínicio y de Referencia Del Este, 456 F.3d 272, 276 (1st Cir. 2006) 

(citation omitted).  Yet, the District Court veered away from the self-executing 

sanctions of Rule 37(c)(1), and in a single text order, on the literal eve before trial, 

without any reasoning or explanation whatsoever, allowed the evidence to be 

admitted and denied the Markham’s reasonable request for the re-opening of 

discovery on the issue. ADD-1.  When analyzed under the Macaulay factors, the 

District Court’s action amounts to an abuse of discretion.  

First, the history and schedule of this litigation gave Defendants ample time 

to discover and disclose their Late Defense.  Klamer had known the existence of 

Chambers and Israel for half a century, and was aware of their alleged involvement 

with the creation of the Game.  The specific issues arising in this case have been 

well-known to Defendants since the filing of the Complaint in 2015, and over a year 

and half of discovery gave the Defendants every opportunity to develop its theories 

in this case.  During this lengthy history, the Defendants had contemporaneous 

documentation on the development of the Game as well as testimony from Bill 

Markham regarding the same.  JA-861-862, 865, 869, 1227, 1252-1254, 1867, 1853-

1854, 1849-1850, 1237, 1919, 1491-1492, 1267, 1204-1208.  Defendants also had 

the opportunity to depose Chambers and Israel months prior to the close of fact 

discovery.  ECF Nos. 141-6, 141-7.  Despite all of this, the Defendants failed to 

identify their Late Defense within the time set by the court, not by a day, not by a 
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week, but by an entire month after the close of discovery. “[A] litigant who ignores 

a case-management order does so at his peril.” Rosario-Diaz v. Gonzalez, 140 F.3d 

312, 315 (1st Cir. 1998). The First Circuit has warned that a “violation of a time-

specific order [is] not cured by subsequent compliance at his leisure.” Young v. 

Gordon, 330 F.3d 76, 82-83 (1st Cir. 2003). Thus, this factor weighs in favor of the 

Markhams.  

Second, the Defendants failed to provide any justification as to why the Late 

Defense was provided over a month after discover deadlines.  Defendants bizarrely 

alleged that the Late Defense was asserted because the Markhams were secretly 

developing and withholding the very same theory – a theory that would defeat the 

Markhams’ own assertions that they are entitled to statutory termination rights. ECF 

No. 155 at 2-4, 7-9.  The Defendants’ alleged justification has no basis in fact and 

was entirely made-up in an effort to avoid the sanctions required by Rule 37(c)(1).  

The Defendants repeatedly admit the Markhams never put forward any theory that 

the Game was a work-for-hire for Bill Markham.  Id.  Further, the Defendants claim 

they were “confounded” by the questions the Markhams asked at Chambers’ and 

Israel’s depositions, and for that reason, they “deduced through [their] own 

diligence” that the Markhams were covertly preparing some phantom theory which 

required a change in their own theory.  Id. at 9.  In fact, each of the questions posed 
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by the Markhams, such as which person had the right to hire or fire employees, 

related to whether Klamer could be considered an “employer” under CCNV factors.    

Besides being utterly perplexing, the Defendants’ alleged justification does 

not address its untimeliness.  The Defendants allege that it was after Lorraine 

Markham’s deposition on July 25, 2017, two months before fact discovery closed, 

that they realized the Late Defense.  Id.  Even if Lorraine’s deposition somehow was 

the triggering event for the understanding of the Late Defense by the Defendants, 

they still had ample time to supplement their contentions.  Instead, Defendants 

delayed until the eve of trial in a successful attempt to prejudice Defendants.  The 

Defendants have not put forward any reason why its complete disregard for the 

timeliness requirement of Rule 26(e)(1) and the District Court’s scheduling orders 

is justified, because none exists.  Thus, this factor weighs in favor of the Markhams.  

Third, given the alleged justification, the Defendants have expressed no need 

for the Late Defense.  The Defendants allege that the “supplementation…was in 

response to an undisclosed theory of the Markhams,” which Defendants repeatedly 

admit was never actually alleged by the Markhams.  Id. at 9.  By the Defendants own 

admission, its only need is to rebut an allegation that does not exist.  This is no need 

at all.  Thus, this factor weighs in favor of the Markhams. 

Fourth, the belated disclosure of the Late Defense severely hindered the 

Markhams’ ability to overcome its adverse effects.  The addition of the Late Defense 
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was a complete surprise to the Markhams. At no point prior to amending their 

interrogatory responses on October 24, 2017 did Defendants even mention the Late 

Defense.  The Defendants’ assertion that the Markhams were not prejudiced because 

they were somehow covertly planning to also present such a theory is absurd.  Quite 

simply, such assertion is contradicted by (i) the Defendants’ own admissions that the 

Markhams never asserted such a theory and (ii) the fact that the theory would 

completely undermine the Markhams’ case for Termination Rights.  As a result of 

the Late Defense being admitted on the literal eve of trial, the Markhams lacked the 

opportunity to issue discovery requests and take the depositions of Chambers and 

Israel on this Late Defense.  This alone is prejudicial.  

Further, “[c]ommon sense suggests that when a party makes a last-minute 

change that adds a new theory of liability, the opposing side is likely to suffer undue 

prejudice.” Macaulay, 321 F.3d at 52; see also Thibeault v. Square D. Co., 960 F.2d 

239, 247 (1st Cir. 1992) (“We think it is beyond dispute that an eleventh-hour change 

in a party’s theory of the case can be equally harmful, perhaps more harmful, from 

the standpoint of his adversary.”).  Even though the District Court arguably did not 

explicitly provide a holding on the Defendants’ Late Defense, as explained in further 

detail in Part B below, the Markhams were extremely prejudiced by Chambers and 

Israel’s contrived trial testimony as it formed the basis for the District Court’s 
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ultimate factual findings. Therefore, this factor also weighs in favor of the 

Markhams. 

In instances where the Macaulay factors weigh in favor of the party requesting 

review, the First Circuit has found an abuse of discretion.  For example, in Liccardi, 

after reviewing the Macaulay factors, the First Circuit found that (i) the district court 

abused its discretion by allowing testimony during trial on a brand new theory of 

liability, and (ii) a new trial, rather than a continuance, was the only sufficient 

remedy.  140 F.3d at 367.  Similarly in Klonaski, the First Circuit determined that 

the district court abused its discretion by allowing in excerpts from letters that it 

acknowledged were produced in clear violation of its pretrial discovery orders and 

the requirements of the discovery rules.  156 F.3d at 276.  In Klonaski, the First 

Circuit again found that a new trial, not a continuance, was the appropriate remedy. 

Id.  

Like in Liccardi and Klonaski, the Markhams have been prejudiced by the 

District Court’s inclusion of the Late Defense to a point of no return.  Although a 

continuance would have been an option when the Markhams requested it prior to 

trial, such remedy is no longer sufficient.  Israel has unfortunately passed away, and 

Chambers’ testimony has already been delivered.  And unlike Hasbro, the Markhams 

are not a major corporation but individuals without the resources to continue to take 

multiple additional depositions as Defendants continue to invent new theories.  Thus, 
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in the event this case is remanded for further adjudication, the only sufficient remedy 

is preclusion of the Late Defense.  

Lastly, the self-executing preclusion sanctions of Rule 37(e)(1) has been the 

clear practice of the district courts where litigants have shown blatant disregard for 

the discovery deadlines set by the court. See, e.g., Macaulay, 321 F.3d at 53 (finding 

district court did not abuse its discretion in excluding expert testimony on a new 

theory of liability); Martínez-Serrano v. Quality Health Servs. of P.R., Inc., 568 F.3d 

278, 284 (1st Cir. 2009) (holding “without serious question, the order of preclusion 

[of a brand new theory] constituted a fitting sanction for the discovery violation.”); 

Wolf v. Reliance Stand. Life Ins. Co., 71 F.3d 444, 450 (1st Cir. 1995) (finding 

district court did not abuse its discretion by excluding a new theory of the case five 

days before trial).  

Further, ignoring blatant violations of the discovery rules encourages parties 

to avoid disclosure and save their best evidence for an ambush at trial.  “Sanctions 

often are intended to do more than calibrate the scales between a particular plaintiff 

and a particular defendant.” Young, 330 F.3d at 83.  Deterrence is also a principal 

purpose. See NHL v. Metro. Hockey Club, Inc., 427 U.S. 639, 643 (1976). “When a 

party flouts a time-specific order, that purpose is frustrated unless the court sends a 

strong signal. Imposing a meaningful sanction delivers just such a message.” Young, 

330 F.3d at 83.  Further, there is an “institutional concern that if parties perceive that 
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noncompliance or inattention to deadlines can be ignored, overlooked without 

significant consequence, or purchased for a price, the court’s ability to efficiently 

manage its docket would be compromised.” Esposito v. Home Depot U.S.A., Inc., 

590 F.3d 72, 83 (1st Cir. 2009) (Woodcock, J., concurring in part).  Thus, the Late 

Defense should also be precluded to deter future behavior.   

B. Even If the Late Defense Is Permitted, No Reasonable Factfinder 
Could Have Found That Any Employee Made An “Original” 
Contribution To The Game 

The District Court erred when it found that “the physical creation of the 

Game’s prototype was done by Markham’s erstwhile employees – Grace Chambers 

and Leonard Israel – as well as Markham’s wife, Sue, and unnamed parties hired by 

Markham to furnish finishing touches.” ADD-5.  The District Court’s error was 

simply the result of complete acceptance of testimony from elderly witnesses as to 

events occurring 50 years earlier instead of contemporaneous documents to the 

contrary.  In-person experiences can often persuade judgment, even where a totality 

of the evidence clearly points toward a different path.  

During the bench trial, the District Court heard live testimony from Chambers 

and Israel regarding their recollected view of the development of the Game.  The 

District Court found their testimony to be credible and consistent, based on the 

testimony itself, but made no mention of how the testimony fared with the existing 

record. ADD-7.  The existing record, including the documentary evidence 
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contemporaneous with the creation of the Game either directly or indirectly 

contradicted their testimony.  Unfortunately, the Markhams did not have the same 

opportunity to put forward valuable live testimony because the only individual that 

could provide testimony to refute Chambers’ and Israel’s stories regarding the 

development of the Game is Bill Markham, who passed in 1993.  Notably, the 

District Court did not mention Bill’s only sworn testimony from 1989 and did not 

attribute any of the contributions to the prototype to Bill. 

This case’s 50-year-long record has preserved Bill as the author and creator 

of the physical prototype encompassed by the Copyrights.  Nothing in that record 

identifies Chambers or Israel or anyone else as the designer, the creator, the 

developer or the author of the Game.  Testimony taken 58 years after the actual 

development of the Game by witnesses who changed their story in the 58th year 

cannot supplant the consistent and contemporaneous written record, no matter how 

convincing live testimony may have seemed.  With respect to the finding that 

Chambers and Israel created the Game, the District Court erred by allowing such 

testimony to drive the findings of fact in this case. 

1. Standard Of Review 

“In reviewing a factual finding made by a district judge in connection with a 

bench trial, [the First Circuit] almost always appl[ies] the clear-error standard of 

review.” Irving v. United States, 49 F.3d 830, 835 (1st Cir. 1995); see also Fed. R. 
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Civ. P. 52(a).  Under such standard, the district court’s finding will remain in effect 

unless this Panel is “‘left with the definite and firm conviction that a mistake has 

been committed.’” Anderson v. City of Bessemer City, N.C., 470 U.S. 564, 573 

(1985) (quoting United States v. U.S. Gypsum Co., 333 U.S. 395, 396 (1948)). 

Although findings based on determinations regarding credibility of witnesses may 

receive greater deference, “the trial judge may [not] insulate his findings from 

review by denominating them credibility determinations[.]” Id. at 575.  “Documents 

or objective evidence may contradict the witness’ story; or the story itself may be so 

internally inconsistent or implausible on its face that a reasonable factfinder would 

not credit it.  Where such factors are present, the court of appeals may well find clear 

error even in a finding purportedly based on a credibility determination.” Id.; see 

also U.S. Gypsum, 333 U.S. at 396.   

2. The District Court’s Finding That Chambers, Israel and Sue 
Markham Created The Prototype Was Clear Error 

The District Court erred when it credited Israel with the creation of the 

Game’s box cover (“Cover”), Chambers with the creation of the Game’s board 

(“Board”), and Sue Markham with the creation of the Game’s rules (“Rules”).  ADD-

5.  Defendants bore the burden of proving the prototype was created as a work-for-

hire for Bill, and they failed to meet their burden.  The contemporaneous evidence 

and the witnesses’ own testimonies contradict the District Court’s findings that 
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Chambers, Israel and Sue “created” the prototypes as none of their contributions 

were copyrightable.  

First, the District Court erred in finding that Israel created the Cover.  At best, 

by his own admission, Israel was responsible for creating thumbnail sketches of 

potential designs for the Cover, and suggesting the Cover have a white background. 

JA-261, 288.  However, Israel testified that he did not create the Cover for the 

prototype, but that he believed Chambers did from his sketch.  JA-292.  Yet, 

Chambers expressly testified that she did not create the Cover for the prototype. JA- 

376-377, 392.  The trial testimony from Chambers and Israel does not support a 

finding that either created the cover encompassed by the copyright.  Therefore, it 

was clear error for the District Court to credit Israel with creating the Cover for the 

prototype. See e.g. Indus. Gen. Corp v. Sequoia Pac. Sys. Corp., 44 F.3d 40, 44-45 

(1st Cir. 1995) (finding clear error where the court’s finding misstated the record 

that one party generated purchase orders, when the testimony identified a different 

party.). 

Second, the District Court erred in finding that Chambers created the Board.  

After the Defendants put in their Late Defense and prepared Chambers as a witness 

for their case, Chambers was able to recollect her version of events regarding the 

development of the Game.  Chambers’ contribution to the Game was so 

insignificant, however, that she did not even put it on her resume.  JA-382.  At best, 
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Chambers can be credited for making small models of houses out of balsa wood that 

would later be used by Bill to create the final version of the houses for the Board 

and some preliminary sketches.  JA-375, 397-401.  

The copyright at issue here encompasses the work of the entire Board as 

constructed by Bill Markham.  It was Bill Markham that took individual 

components, using his artistic ability, to come up with the design, layout, look and 

feel of the Board.  By all accounts, it was Bill Markham who came up with the iconic 

spinner and the method of folding the board despite the three-dimensional elements 

on the board.  JA-265, 285, 868-872, 1254.  By analogy, Vermeer’s painting Girl 

With A Pearl Earring is recognizable as a Vermeer because of its iconic blue paint, 

but the manufacturer of the blue paint is not credited at all.  It was Vermeer, the 

artist, who used the paint in a way that captures the attention of his audience.  

Similarly, it was Bill Markham, not Chambers, who made the iconic design choices 

for the Board that are recognized by the copyright.  Further, Chambers was unaware 

of how the prototype’s road board and number board were bound, how the Board 

was assembled or that it required use of Photostats, all things the creator of the Board 

would have been well aware of. JA-404-407, 1252-1254, 2539-2540.  Therefore, in 

looking at the totality of the evidence, it was an error for the District Court to find 

Chambers created the Board.  
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Third, the District Court erred in finding that Sue Markham created the Rules.  

The District Court found the rules ultimately adopted were “copied by Sue Markham 

(Bill’s wife, and a copywriter by profession) into the prototype’s rule book.” ADD-

10. Such contribution does not rise to the level of creative contribution to the Game. 

“[A] scrivener who simply transcribes another’s work does not become an author of 

the work.” Sorenson v. Wolfson, 96 F. Supp. 3d 347, 362 (S.D.N.Y. 2015).  The 

contemporaneous evidence shows that Bill Markham was responsible for playtesting 

the Game and designing its rules.  For example, in a letter to MB on July 23, 1960, 

Bill Markham explained how the rules were redesigned to be more adult-friendly, 

and he included the new rules in the letter. JA-1285-1289.  In that letter, he states 

that Sue Markham is not only his wife, but “she also happens to be my secretary[.]” 

Id.  Thus, it was clear error to find that Sue Markham had any copyrightable 

contribution in the prototype’s rules. 

Fourth, in the 50 years of written record in this case, Bill Markham is 

identified time and again as the “inventor, designer and developer of the Game.” JA-

861-862, JA-865, JA-869, JA-1227, JA-1252-1254, JA-1866-1868, JA-1853-1854, 

JA-1849-1850, JA-1237, JA-1919, JA-1491-1492, JA-1267, JA-1204-1208.  Over 

time, Klamer has repeatedly stated, even in sworn testimony that Bill put the ideas 

for the Game “in the concrete form of a 3-Dimensional prototype.”  JA-1238, 2496, 
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2501.  Yet, despite all of the evidence in the written record, the District Court does 

not credit Bill Markham with a single contribution to the prototype.  

None of the contemporaneous documents in this case even mention Chambers 

or Israel, much less credit them as creators of the prototype.  See JA-1073-1076, 

1204-1214, 1222-1262, 1267-1268, 1271, 1274-1290, 1766-1770, 1825-1837, 1861-

1862, 1863-1865, 1876-1877, 1931-1932, 1939-1942, 1954, 2222, 2230.  Further, 

there is no evidence in the fifty-plus years of this case that Chambers or Israel ever 

alleged any rights in the Game as “creators,” nor were they ever approached by MB, 

Klamer or Markham to assign any rights in the Game.  It is curious that Klamer felt 

so strongly about receiving an assignment agreement from Markham but did not 

seek any such agreement with Chambers and Israel if his testimony that he watched 

them create the Game is to be believed.   

The District Court’s findings are based on testimony that developed only after 

Defendants’ belatedly asserted their Late Defense, and it is apparent that the District 

Court did not weigh any of this evidence with the written record.  See JA-40-41, 

January 25, 2019 Text Order (determining that objected-to evidence, some of which 

showed Bill Markham’s contributions to the Game, “is [not] necessary to the 

result”).  This constitutes clear error. Brown Daltas & Assocs. v. Gen. Accid. Ins. 

Co. of Am., 48 F.3d 30, 37 (1st Cir. 1995) (finding the court erred by relying on a 

single piece of evidence and “failed to mention the balance of the evidence on the 
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issue”); Picture Music, Inc. v. Bourne, Inc., 314 F. Supp. 640, 652 (S.D.N.Y. 1970) 

(finding contemporaneous evidence more reliable than testimony 37 years after the 

fact), aff’d, 457 F.2d 1213 (2d Cir 1972).  The findings are contrary to and find no 

support in the written record or previous testimony throughout the torrid 50 year 

case history.  As powerful as live testimony may be, such findings are clearly 

erroneous where “[d]ocuments or objective evidence may contradict the witness’ 

story; or the story itself may be so internally inconsistent or implausible on its face 

that a reasonable factfinder would not credit it.” Anderson, 470 U.S. at 575.  

These clearly erroneous findings are not harmless.  The totality of the 

evidence identifies Bill Markham as the Game’s sole author.  The court’s error in 

finding contradictory to the evidence deprives the Markhams of Bill Markham’s 

authorship. Thus, these findings should be reversed.  

CONCLUSION 

The Markhams respectfully request that this Court reverse the judgment of the 

District Court, and remand for further proceedings.  Specifically, the Markhams 

request that this Court hold that (i) application of the instance and expense test is 

improper, and that determining whether a party is an “employer” under the 1909 Act 

must be done under the framework of CCNV, (ii) under either the instance and 

expense test or CCNV factors, Klamer cannot be considered an “employer” of any 

party that created the Game of Life, (iii) the District Court abused its discretion in 

Case: 19-1927     Document: 00117541945     Page: 59      Date Filed: 01/24/2020      Entry ID: 6312008



 

 - 51 - 

permitting the Late Defense, and (iv) the District Court committed clear error in 

making findings directly contradicted by the contemporaneous evidence and the 

testimony of the live witnesses.  The result of these holdings must be that no party 

is an “employer” for purposes of work-for-hire, and therefore that Termination 

Rights exist. 
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RESPONSE in Opposition re 161 Emergency MOTION to Compel / Klamer's 
Further Response to Plaintiffs' Emergency Motion to Compel Per the Court's 
November 14, 2017 Text Order filed by Reuben Klamer. Replies due by 
11/22/2017. (Renner, Eric) (Entered: 11/15/2017)

11/15/2017 TEXT ORDER DENYING 161 Emergency MOTION to Compel filed by 
Lorraine Markham, Susan Garretson, Markham Concepts, Inc.: After review of 
the submissions in response to the court's order of November 14, 2017 the 
court has concluded that Plaintiff has not established grounds for the court to 
conclude that a broad subject matter waiver of the attorney client privilege 
beyond the August 14, 1959, Herzig letter, has occurred. See In Re Keeper of 
Records, XYZ Corporation, 348 F.3d 16 (2003). Therefore, the motion to 
compel as to the additional privilege log documents is denied. So Ordered by 
Chief Judge William E. Smith on 11/15/2017. (Jackson, Ryan) (Entered: 
11/15/2017)

11/15/2017 165 NOTICE by Susan Garretson, Lorraine Markham, Markham Concepts, Inc. of 
Withdrawal of David Nimmer (Nimmer, David) (Entered: 11/15/2017)

11/15/2017 TEXT ORDER entered by Chief Judge William E. Smith: The Plaintiff's 
motion to strike 140 and supplemental motion to strike 142 are denied. The 
Court will hear evidence on all parties' theories with respect to authorship, and 
work made for hire at the trial commencing Thursday morning. (Perry, Frank) 
(Entered: 11/15/2017)

11/15/2017 166 RESPONSE in Opposition re 160 MOTION for Leave to File Document / 
Proposed Surreply in Further Support of Plaintiffs' Response in Opposition to 
Defendant Hasbro's Motion In Limine to Exclude Bill Markham's 1989 
Deposition Testimony filed by Hasbro, Inc. Replies due by 11/22/2017. 
(Krumholz, Joshua) (Entered: 11/15/2017)

11/16/2017 167 Minute Entry for proceedings held before Chief Judge William E. Smith: 
Bench Trial held on 11/16/2017. See attached document with the notes 
provided by Renne A. Fisher, Deputy Clerk (District of Central California). 
(Court Reporter Laura Elias) (Urizandi, Nisshy) (Urizandi, Nisshy). (Entered: 
11/20/2017)

11/17/2017 168 Minute Entry for proceedings held before Chief Judge William E. Smith: 
Bench Trial held on 11/17/2017. See attached document with the notes 
provided by Renne A. Fisher, Deputy Clerk (District of Central California) 
(Court Reporter Laura Elias) (Urizandi, Nisshy) (Urizandi, Nisshy). (Entered: 
11/20/2017)

11/17/2017 169 Exhibit/Witness List.(Urizandi, Nisshy) (Entered: 11/20/2017)

11/21/2017 170 RESPONSE In Opposition to 144 MOTION for Attorney Fees for Plaintiffs' 
Motion to Compel Discovery filed by Dawn Linkletter Griffin, Dennis 
Linkletter, Michael Linkletter, Sharon Linkletter, Laura Linkletter Rich. 
Replies due by 11/28/2017. (Attachments: # 1 Exhibit A)(Gainor, Ryan) 
(Entered: 11/21/2017)

11/27/2017 171 MOTION for an Order that Certain of Hasbro's Requests for Admission Are 
Deemed Admitted or, in the Alternative, for an Order Compelling Responses 
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TRANSCRIPT ORDER for proceedings held on 05-10-2018 before Judge 
William Smith. Ordinary Transcript delivery selected. Transcript to be 
delivered in 30 days.. (Dunn, Mary) (Entered: 05/15/2018)

05/15/2018 235 TRANSCRIPT ORDER ACKNOWLEDGMENT Entered re: 234 Transcript 
Order. Court Reporter/Transcriber: Denise Veitch. Transcript due by 
6/14/2018. (Dias, Jennifer) (Entered: 05/15/2018)

05/21/2018 236 TRANSCRIPT ORDER for proceedings held on 5/10/2018 before Judge 
Smith. Ordinary Transcript delivery selected. Transcript to be delivered in 30 
days.. (Renner, Eric) (Entered: 05/21/2018)

05/21/2018 237 TRANSCRIPT ORDER ACKNOWLEDGMENT Entered re: 236 Transcript 
Order. Court Reporter/Transcriber: Denise Veitch. Transcript due by 
6/20/2018. (Dias, Jennifer) (Entered: 05/21/2018)

06/04/2018 238 TRANSCRIPT of Bench Trial, Volume V, held on May 10, 2018, before Chief 
Judge William E. Smith. Court Reporter Denise P. Veitch, Telephone number 
401-323-9337. Transcript may be viewed at the court public terminal or 
purchased through the Court Reporter before the deadline for Release of 
Transcript Restriction. After that date it may be obtained through the Court 
Reporter or PACER. NOTICE TO COUNSEL: Redaction Requests must 
be filed for personal identifiers only. All other redactions must be 
requested by motion. For local policy and sample redaction request visit 
our website at www.rid.uscourts.gov and select Transcripts under the 
Case Information menu option. Redaction Request due 6/25/2018. 
Redacted Transcript Deadline set for 7/5/2018. Release of Transcript 
Restriction set for 9/4/2018. (Veitch, Denise) (Entered: 06/04/2018)

09/20/2018 239 NOTICE of Change of Address by Eric E. Renner (Renner, Eric) (Entered: 
09/20/2018)

01/25/2019 TEXT ORDER denying 186 Motion to Strike ; denying 189 Motion in Limine: 
Both sides moved in limine to exclude the testimony of the other's expert 
witness. See Mots. to Exclude, ECF Nos. 186 and 189. In their respective 
submissions, both parties raised questions regarding the credibility, relevance, 
and bases of the other side's proposed expert testimony. The Court nonetheless 
allowed both experts to testify, leaving it to the lawyers to explore their 
respective objections during cross-examination. Such a course was especially 
appropriate given this case was tried to the Court. These motions, therefore, are 
DENIED. See In re Salem, 465 F.3d 767, 777 (7th Cir. 2006) ("[W]here the 
factfinder and the gatekeeper are the same, the court does not err in admitting 
the evidence subject to the ability later to exclude it or disregard it if it turns 
out not to meet the standard of reliability established by Rule 702."). So 
Ordered by Chief Judge William E. Smith on 1/25/2019. (Jackson, Ryan) 
(Entered: 01/25/2019)

01/25/2019 TEXT ORDER denying 202 Motion to Strike: Plaintiffs moved to strike the 
errata sheet submitted in connection with the deposition of Philip E. Orbanes, 
Defendant Hasbro, Inc.'s, expert. Mot. to Strike, ECF No. 202. This motion is 
DENIED. See Bennett v. Kent Cty. Mem'l Hosp., C.A. No. 07163ML, 2009 
WL 101851, at *2 (D.R.I. Jan. 14, 2009) (allowing contradictory amendment 
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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF RHODE ISLAND 

_______________________________________ 
        ) 
MARKHAM CONCEPTS, INC.; SUSAN GARRETSON;) 
and LORRAINE MARKHAM, individually and  ) 
in her capacity as trustee of the Bill  ) 
and Lorraine Markham Exemption Trust  )  C.A. No. 15-419 WES 
and the Lorraine Markham Family Trust, )      
        ) 

Plaintiffs,    ) 
        ) 
 v.       )  
        ) 
HASBRO, INC.; REUBEN KLAMER; DAWN   ) 
LINKLETTER GRIFFIN; SHARON LINKLETTER;  ) 
MICHAEL LINKLETTER; LAURA LINKLETTER  ) 
RICH; DENNIS LINKLETTER; THOMAS FEIMAN, )  
in his capacity as co-trustee of the  ) 
Irvin S. and Ida Mae Atkins Family  ) 
Trust; ROBERT MILLER, in his capacity  ) 
as co-trustee of the Irvin S. and Ida  ) 
Mae Atkins Family Trust; and MAX   ) 
CANDIOTTY, in his capacity as   ) 
co-trustee of the Irvin S. and Ida Mae  ) 
Atkins Family Trust,    ) 
        ) 

Defendants.    ) 
_______________________________________ ) 
  

FINDINGS OF FACT AND CONCLUSIONS OF LAW 
 

WILLIAM E. SMITH, Chief Judge. 

 To people of a certain age, who grew up in the America of the 

1960s and 70s — where television meant three channels and shows 

like Bonanza, Star Trek, and The Art Linkletter Show (more on that 

to come); where cars were made in America, period; and where phones 

were connected to wires, not cell towers — the Game of Life was a 

gangbuster hit found (it seemed) in every household in the country, 

alongside Twister, Clue, and Monopoly.  In the Game of Life, the 
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winner retires to “Millionaire Acres.”  In this suit, life imitates 

art as the heirs of toy developer Bill Markham have sued over what 

they see as proceeds from the exploitation of the Game that they 

have been wrongfully denied. 

 The Game of Life was inspired by the first boardgame invented 

by Milton Bradley himself, in 1860, called the Checkered Game of 

Life.  It sold millions of copies after hitting the market in 1960, 

and continues to sell to this day.  Based on the idea that “life’s 

a game that can be played well, or badly,” historian Jill Lepore 

writes in The New Yorker, “[o]nly a handful of games have had as 

long a shelf life.”  Jill Lepore, The Meaning of Life, The New 

Yorker, May 21, 2007, at 38, 39.  This case, filed in 2015, has 

had a shelf life of its own.  But after two amendments to the 

complaint and considerable motion practice, the parties tried to 

the Court (in Los Angeles1 and Rhode Island) Plaintiffs’ third 

claim for relief, which asks for a declaratory judgment that 

Markham’s heirs control the Game’s intellectual property.  

Specifically, Plaintiffs ask the Court to find that they have 

termination rights under section 304 of the Copyright Act of 1976. 

 With these, Plaintiffs would be able to acquire the copyrights 

                                                           
 1 Through the courtesy of the United States District Court 
for the Central District of California, this Court was able to 
hear live testimony from critical witnesses who, because of their 
age, could not travel to Rhode Island.  The Court is most grateful 
to those who worked to make this possible. 
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to the Game that were long ago transferred to Defendant Hasbro, 

Inc.,’s predecessor-in-interest, the Milton Bradley Company.  

Plaintiffs lose this turn, however:  the facts found below show 

that the physical creation of the Game’s prototype was done by 

Markham’s erstwhile employees — Grace Chambers and Leonard Israel 

— as well as Markham’s wife, Sue, and unnamed parties hired by 

Markham to furnish finishing touches.  They also show that this 

work was done at the instance and expense of Defendant and toy 

developer Reuben Klamer. 

I. Findings of Fact 

 The series of events leading to the Game2 hitting the market 

in 1960 began a year earlier.  See, e.g., Exs. JTX 9, JTX 11, JTX 

12.  In 1959, a Reuben Klamer traveled from his home in Beverly 

Hills, California, to Milton Bradley’s headquarters in 

Springfield, Massachusetts.  Ex. JTX 9; Nov. 16, 2017, Trial Tr. 

(“Trial Tr. I”) 23–26.  Klamer was a toy developer with myriad 

contacts in the industry, and had come to pitch Milton Bradley 

executives a concept for a new toy.  See Trial Tr. I 18–26. 

 Milton Bradley passed on the pitch.  Id. at 25.  But the 

company’s president at the time, Jim Shay, asked Klamer to develop 

a product idea to commemorate Milton Bradley’s 1960 centennial.  

                                                           
2 When the Court refers to the “Game” or the “prototype” 

without specifying any of their composite parts (the box cover, 
board, rules, etc.), it means to refer to these in their entirety.   
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Id. at 23; Ex. JTX 9.  Intrigued, Klamer agreed to do so and went 

searching for inspiration in Milton Bradley’s archive, where he 

stumbled upon an old copy of the Checkered Game of Life, see Ex. 

JTX 9, Trial Tr. I 23, which had been invented by the company’s 

namesake just before the Civil War to “forcibly impress upon the 

minds of youth the great moral principles of virtue and vice,” 

Lepore, supra, at 41.  The concept Klamer developed on the trip 

back home to California was to update the Checkered Game of Life 

to reflect post-World War II American society and values.3  See 

Trial Tr. I 25–27; Exs. JTX 10., PTX 20, PTX 275. 

 But Klamer was mostly an ideas man — he needed help refining 

his concept and, importantly, translating it into a prototype he 

could actually sell to Milton Bradley.  See Trial Tr. I 28–31, 64; 

Ex. JTX 10.  For this he reached out to one of his toy-industry 

contacts, Bill Markham.  Trial Tr. I 28–33.  An experienced 

advertiser, Markham was head of a firm set to that purpose named 

California Product Development (“CPD”).  See JTX 2; Trial Tr. I 

112; Nov. 17, 2017, Trial Tr. (“Trial Tr. II”) 64.  CPD employed 

two artists at the time, Grace Chambers and Leonard Israel, who 

were very good in Klamer’s estimation, and whose presence at CPD 

                                                           
 3 Klamer testified that he had scribbled some of the thoughts 
he had on the plane ride from Massachusetts to California.  These 
notes were admitted into evidence, and reflect many of the 
attributes that eventually found their way into the Game.  Ex. JTX 
10; Trial Tr. I 27–31.  
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convinced Klamer to hire Markham’s firm over others he considered.  

Trial Tr. I 28–31.  Chambers had received her training from the 

Art Center College of Design in Los Angeles, Trial Tr. II 60; 

Israel his from the Chicago Art Institute, Trial Tr. I 100. 

 Markham agreed to take on the project in the summer of 1959.  

See Trial Tr. I 29–33.  With little time to waste — Milton Bradley 

wanted the product ready for market by January 1, 1960, see id. at 

55 — Markham and his team went to work, see id. at 34–35.  As to 

who did what during the approximately six weeks it took to produce 

the prototype, the Court credits especially the testimony of 

Chambers and Israel, which the Court heard live in Los Angeles.4  

See generally Trial Tr. II 58–111 (Chambers); Trial Tr. I 99–136 

(Israel).  Neither has received a cent in royalties from the Game, 

nor have they any financial interest in the outcome of this suit.  

See Trial Tr. I 108–09; Trial Tr. II 58, 80.  The testimony each 

gave was largely consistent with that of the other.  See generally 

Trial Tr. II 58–111; Trial Tr. I 99–136.  Both, moreover, had only 

good things to say about their time working for Markham at CPD and 

with Klamer on the project.  See Trial Tr. I 101; Trial Tr. II 65–

66. 

                                                           
4 Klamer also testified to these events.  See Trial Tr. I 36–

37.  And although he, as a successor to the now-defunct Link 
Research Corporation, see Ex. JTX 569, has a financial interest in 
this suit, the Court found his testimony credible, and largely 
corroborative of Chambers’s and Israel’s. 
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 They testified that labor was divided:  Klamer and Markham 

combined to provide the big ideas, many ahead of their time.  See 

Trial Tr. I 34, 103, 107–08, 127; Trial Tr. II 67–71, 75; see also 

Ex. JTX 25.  These included that the Game would be played on a 

circuitous path; the Game’s board would contain three-dimensional 

elements; the Game’s object would be to achieve various life 

milestones; and a spinner would dictate movement of the Game’s 

players.  See Trial Tr. I 107, 126–29; Trial Tr. II 68–71; Ex. JTX 

25.  Klamer also visited Markham’s firm once or twice a week during 

development to give real-time edits to Chambers and Israel while 

they worked — the former on the game board, the latter on the box 

cover — to produce a physical instantiation of Klamer’s and 

Markham’s ideas.  Trial Tr. I 103–04, 106–08, 129, 130–33; Trial 

Tr. II 71–78. 

 Chambers and Israel both testified that they — not Markham or 

Klamer — were the ones at CPD who built the prototype.  Trial Tr. 

I 103–04, 106–07, 130–33; Trial Tr. II 71–78.  Asked who 

constructed the prototype’s game board, Chambers said that she did 

“most of it.”  Trial Tr. II 72.  Israel went further, testifying 

that “once it was decided what we wanted to have on the board, 

[Chambers] was the one who put it all together and did the final 

art work on it.”  Trial Tr. I 106.  Chambers was the one who built 

the houses, the mountains, and the elevated track out of balsa 

wood, cardboard, and colored pantone paper.  Trial Tr. II 99–103.  
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Chambers also placed the printing on the track and constructed a 

cardboard spinner.  See id. at 101, 132–33.  Some of these objects, 

such as the spinner and the mountains, were later converted to the 

plastic replicas used for the prototype by an outside firm Markham 

hired for that purpose.  See Trial Tr. I 121–22; Trial Tr. II 103–

04; Ex. JTX 13.  An outside firm also bound the game board and 

printed the play money that was part of the prototype.  See Trial 

Tr. II 106–07; Ex. JTX 13. 

 The art for the prototype’s box cover was Israel’s handiwork, 

according to both his and Chambers’s testimony.  Trial Tr. I 103–

04, 110–11; Trial Tr. II 72, 74.  Israel created several small-

scale sketches as possibilities for the box cover, from which 

Markham and Klamer selected the one they preferred.  Trial Tr. I 

103.  The favored design was then made by Chambers into a box cover 

of proper scale.  Id. at 134.  As with the board, Markham had 

“nothing to do” with the physical creation of the box cover.  Id. 

at 107.  Indeed, it was the testimony of both Israel and Chambers 

that Markham was often attending to other matters at CPD during 

the time the prototype was taking physical form.  Id. at 116; Trial 

Tr. II 73–74. 

 The third major component to the prototype besides the board 

and the box — the rules — were a collective, iterative effort.  

Trial Tr. I 105–06, 116–18; Trial Tr. II 76–77, 105.  Once the 

Game was operational, everyone in and around the CPD offices at 
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the time — Markham, Klamer, Chambers, and Israel — would play it, 

and then throw out suggested rule changes for the group to 

consider.  Trial Tr. I 105–06, 118–19, 128; Trial Tr. II 76–77, 

105.  Some of these were tried and, because of some unforeseen 

disruptive effect on another rule, discarded.  Trial Tr. I 105–

06.  Some, however, were ultimately adopted, then copied by Sue 

Markham (Bill’s wife, and a copywriter by profession) into the 

prototype’s rule book.  Trial Tr. I 105–06, 116–18, 128; Trial Tr. 

II 105. 

 Once completed, Markham and Klamer presented the prototype to 

Milton Bradley executives, including its vice president, Mel Taft, 

on or around August 10, 1959, at the famous Chasen’s restaurant in 

Hollywood, California.  See Trial Tr. I 38–39, 65–68, 86; Exs. JTX 

25, JTX 29.  Also at Chasen’s was radio and television personality 

Art Linkletter.  See Trial Tr. I 33, 39; Exs. JTX 25, JTX 29.  He 

was there on behalf of Link Research Corporation (“Link”), the 

firm Linkletter had founded with Klamer to develop consumer 

products that could be marketed using Linkletter’s considerable 

celebrity.  See Trial Tr. I 20, 33; Exs. JTX 29, JTX 34, JTX 39, 

JTX 42.  Part of Klamer’s pitch to Milton Bradley at the Chasen’s 

meeting was that Linkletter could help promote the Game.  See Trial 

Tr. I 38–39; Exs. JTX 11, JTX 12.  The pitch worked:  Taft and 

Shea were impressed by the prototype, and left the restaurant 

thinking that with some tweaks it could be a commercial success.  
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See Exs. JTX 18, JTX 19, JTX 20, JTX 21, JTX 25, JTX 33; Trial Tr. 

I 40–41.  Soon thereafter, on August 19, Klamer mailed the 

prototype to Milton Bradley.  Ex. JTX 12; Trial Tr. I 96. 

 Two agreements regarding rights to the Game followed.  See 

Exs. JTX 1, JTX 2.  The first, entered on September 21, 1959, was 

a License Agreement between Link and Milton Bradley.  Ex. JTX 1.  

This agreement gave Milton Bradley the exclusive right to 

manufacture and market the Game, which Link “had . . . designed 

and constructed.”  Id.  The License Agreement also allowed Milton 

Bradley to use Linkletter’s name and image in its advertising of 

the Game, and required Linkletter to plug the Game fifty-two times 

on his nationally televised show.  Id.  In return, Link received 

a six percent royalty on sales of the Game and an immediate, non-

refundable $5,000 advance against these royalties.  Id.  Absent 

termination or breach, the Agreement was to last as long as Milton 

Bradley marketed the Game.  Id.   

 The second agreement, the Assignment Agreement, was one 

between Link and Markham.  Ex. JTX 2.  Executed October 20, 1959, 

this agreement assigned “all of [Markham’s] right, title, and 

interest in and to the Game[] to Link.”  Id.  Markham received the 

right to a royalty stream amounting to thirty percent of the six 

percent royalty Link had negotiated with Milton Bradley in their 

License Agreement.  Id.  Along with a nonrefundable $773.05 advance 

on Markham’s thirty percent, Link agreed to pay Markham the 
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$2,423.16 he spent producing the prototype, id., for which he had 

billed Link, and which included Chambers’s and Israel’s salary, 

see Ex. JTX 13.  Klamer paid Markham’s bill — a bill he had promised 

would be his responsibility at the outset of the project, Trial 

Tr. I 41–42, 57–58; Trial Tr. II 49 — out of the aforementioned 

$5,000 royalty advance Link secured from Milton Bradley.  Ex. JTX 

2.  The Assignment Agreement stated that Markham had “invented, 

designed[,] and developed” the Game.  Id.  It also provided that 

Milton Bradley would communicate to Markham any contemplated 

changes to the Game, allowing Markham to share his thoughts on 

these with Milton Bradley.  Id.  “[T]he final decision regarding 

such changes,” however, was to “rest with either LINK or [Milton 

Bradley].”  Id.   

 While the parties hammered out these contractual 

arrangements, Milton Bradley was at work turning the prototype 

into a commercially viable boardgame.  Trial Tr. I 45–50; see also 

Exs. JTX 18, JTX 20, JTX 21, JTX 25, JTX 26, JTX 33, JTX 40, JTX 

43.  Both Markham and Klamer helped advise the company as to how 

best to carry out this transformation.  See Exs. JTX 26, JTX 27, 

JTX, 28, JTX 33, JTX 35, JTX 36.  Comparing early versions of the 

Game with the prototype shows a host of changes made — many with 

a view toward making the Game less expensive to manufacture, but 

that nevertheless altered its aesthetics.  Compare Ex. JTX 509, 

with Ex. HTX 14; see also Trial Tr. I 45–50.  For instance, the 
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early versions had the raised mountains directly on the Game’s 

circuitous track, whereas the prototype had them as background 

scenery surrounding the track.  Compare Ex. JTX 509, with Ex. HTX 

14; see also Trial Tr. I 45–50.  Moreover, the board in the early 

versions had fewer, and smaller, three-dimensional elements than 

the prototype.  Compare Ex. JTX 509, with Ex. HTX 14; see also 

Trial Tr. I 45–50.  Milton Bradley also changed the font on the 

Game’s box cover to make it more visually appealing, and varied 

the wording and order of certain of the Game’s rules to make them 

more intelligible.  Compare Ex. JTX 509, with Ex. HTX 14.  

 Milton Bradley first published the Game on March 12, 1960.  

Exs. JTX 3, JTX 4, JTX 5; Trial Tr. I 58.  Later that year, on 

December 19, 1960, Milton Bradley applied to register copyrights 

in the Game’s board and rules.  Exs. JTX 4, JTX 5.  These identified 

the company as the author.  Exs. JTX 4, JTX 5.  Milton Bradley was 

also noted as the author of the Game’s box in a copyright 

application submitted the same day by Link.  Ex. JTX 3.  The Game, 

an instant classic, sold like crazy, and is still a source of 

revenue for Milton Bradley’s successor-in-interest Hasbro, as the 

latter continues to market the original version of the Game, Ex. 

JTX 520, as well as updated versions incorporating various themes 

and characters, such as one recent rendition introduced at trial 

that included intellectual property from the popular Despicable Me 

children’s movie franchise, Ex. JTX 511. 
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 The ensuing “Pay Day!” has sometimes been the cause of 

consternation, however.  Even before the Game hit stores, there 

was a struggle, mostly on Markham’s part, to take credit for its 

genius. Trial Tr. I 54–56; see Exs. JTX 2, JTX 16, JTX 32.  A 

provision in the Assignment Agreement, for example, required Link 

to ask Milton Bradley if Markham’s name could appear on the Game’s 

box cover.  Ex. JTX 2.  Klamer fulfilled this requirement on behalf 

of Link.  Ex. JTX 16.  But Milton Bradley kindly declined the 

request.  Ex. JTX 32. 

 Then, in 1965, Markham came upon what he considered a false 

statement in the trade publication Toy & Hobby World, identifying 

Klamer as the designer of the Game.  Exs. PTX 20, PTX 87.  He 

responded with a brusque letter to Klamer.  Ex. PTX 20.  “I am 

sure you are not so in need of recognition that you take credit 

for something in which your only connection was to sell it to 

Milton Bradley,” he wrote.  Id.  Markham sought to correct the 

alleged misattribution — which he found “very damaging to [his] 

reputation” — by asking Klamer that he prepare a letter recognizing 

Markham as the “sole inventor, designer and developer” of the Game.  

Id.  Markham would append this letter to the press release 

correcting the error that he was preparing for publication.  Id. 

 Klamer responded that he was “puzzled” by Markham’s letter, 

and pushed back on Markham’s suggestion that Klamer’s only role in 

what had already become a “great success” was selling the Game to 
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Milton Bradley.  Id.  Disinclined to upset the applecart, however, 

Klamer grudgingly acceded to Markham’s demand for recognition, 

writing that the Assignment Agreement obligated Klamer to agree 

that Markham invented the Game.  Id.  Going forward, Klamer went 

out of his way to prevent any publicity that would similarly offend 

Markham.  See, e.g., Ex. PTX 20.  For instance, Klamer preemptively 

wrote a publication called The Westerner to warn that they not 

associate him with the Game in a forthcoming article.  Id.  

“Although I know what my contribution was in the project,” Klamer 

wrote, “I want to eliminate any hassle with this particular 

individual . . . .”  Id. 

 Markham and Klamer fought not just over the limelight, but 

over money too.  In a letter to Klamer dated August 15, 1963, 

Markham complained that the Assignment Agreement had been a raw 

deal, grumbling that his share of the royalties was “ridiculously 

low” and that Art Linkletter had done little to promote the Game 

on television.  Ex. PTX 21.  Markham, feeling slighted, asked that 

he receive fifty percent of the three percent royalty Milton 

Bradley was then offering Link on sales of the Game overseas, 

instead of the thirty percent of Link’s share he had been receiving 

under the Assignment Agreement.  Id. 

 Klamer waited until October 3, 1963, to respond, explaining 

his delay as follows:  “Someone whom I respected very much told me 

to count to twenty-five, not just to ten, when I got annoyed about 
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a situation.”  Id.  Setting the pattern he would follow in his 

later skirmishes with Markham over public recognition, Klamer 

noted his disagreement with Markham’s version of history, before 

caving to Markham’s demands.  Id.  That is to say, Klamer agreed 

to hand over fifty percent of the royalty Link received on foreign 

sales, but stated his belief that this was more than Markham was 

due under the Assignment Agreement, which, contrary to Markham’s 

laments, “was and is a fair one.”  Id.  Klamer also came to 

Linkletter’s defense, asserting that Milton Bradley was more than 

satisfied with Linkletter’s promotion of the Game, and indeed “was 

highly impressed with the TV commercial which Art did on the Game.”  

Id.   

 An exchange of passive-aggressive letters was not enough to 

settle the next royalty dispute.  Again having to do with Markham’s 

share of foreign royalties, this skirmish led to Markham and Klamer 

suing each other in California state court in the late 1980s.  See 

Ex. HTX 111.  The litigation ended on July 9, 1989, when the 

parties signed a handwritten settlement agreement.  Ex. JTX 58.  

Among other things, the agreement set Markham’s share of overseas 

sales at 36.66 percent of Link’s foreign royalties, while keeping 

his share of U.S. sales at thirty percent of Link’s domestic 

royalties, as stipulated in the Assignment Agreement.  Id.  The 

parties styled the Settlement Agreement as an amendment to the 

Assignment Agreement, which they agreed in 1989 they “continue[d] 
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to be governed by.”  Id.   

 The present litigation is an attempt by Markham’s successors 

in interest — Markham passed away in 1993, see Ex. PTX 218 — to 

put an end to government by Assignment Agreement.  See Third Am. 

Compl. ¶¶ 77–82.  These Plaintiffs insist that their right to do 

so lies in section 304 of the Copyright Act of 1976. 

II. Conclusions of Law 

 Plaintiffs are, however, mistaken in their insistence:  the 

facts as found above show that this case fits squarely within the 

work-for-hire exception to the termination right granted authors 

in section 304. 

 The Copyright Act of 1976 provides a work’s author the right 

to terminate a previously bestowed grant of copyright in that work.  

17 U.S.C. § 304(c).  The idea behind this right is to give an 

author a second chance to negotiate the rights to her work when — 

after it has been exploited during the term of an initial grant — 

she can better gauge the work’s value.  Mills Music, Inc. v. 

Snyder, 469 U.S. 153, 172–73 (1985).  Termination rights are 

especially important when hindsight shows the author made a bad 

deal the first time around.  Id.; see 3 Melville B. Nimmer & David 

Nimmer, Nimmer on Copyright §Ԝ11.01[A] (Matthew Bender rev. ed.). 

 Although necessary to achieve fairness in these 

circumstances, termination rights are not without various 

qualifications, Nimmer & Nimmer, supra, § 11.02, one of which — 
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that excepting works for hire, 17 U.S.C. § 304(c) — determines 

this case.  Section 304(c) states, in relevant part, that “[i]n 

the case of any copyright subsisting in either its first or renewal 

term on January 1, 1978, other than a work made for hire, the      

. . . grant of a transfer . . . of the renewal copyright, executed 

before January 1, 1978, . . . is subject to termination . . . .”  

17 U.S.C. § 304(c) (emphasis added).  The rule, then, is that 

copyrights granted prior to January 1, 1978, are subject to 

termination, but not if the copyright is one in a work for hire.  

See Nimmer & Nimmer, supra, § 11.02 (“[The 1976 Act] moves in 

categorical fashion, disallowing all works for hire from 

termination.”).   

 What counts as a work for hire depends on when the work was 

created.  See Martha Graham Sch. & Dance Found., Inc. v. Martha 

Graham Ctr. of Contemporary Dance, Inc., 380 F.3d 624, 633–34 (2d 

Cir. 2004); Forward v. Thorogood, 985 F.2d 604, 606 n.2 (1st Cir. 

1993).  Works created on or after the effective date of the 1976 

Act (January 1, 1978) have their work-for-hire status determined 

according to the statutory definition given in the 1976 Act.  See 

17 U.S.C. § 101.  However, for works created before that date, 

this status is determined under the Copyright Act of 1909, 

predecessor to the 1976 Act, which contained the concept, but 

lacked a statutory definition, of a work for hire  See 17 U.S.C. 

§ 26 (repealed 1978) (“[T]he word ‘author’ shall include an 
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employer in the case of works made for hire.”); Forward, 985 F.2d 

at 606 n.2.  Without definitional guidance from the statute, courts 

have had the task of tracing the term’s 1909 Act contours.  Cmty. 

for Creative Non-Violence v. Reid, 490 U.S. 730, 744 (1989).  

 The First Circuit’s efforts in this regard led it to adopt a 

definition of the term that tracks the instance-and-expense test.  

Forward, 985 F.2d at 606 & n.2.  Borrowed from the Second and Ninth 

Circuits, this test has it that the presumptive “‘author’ and 

copyright holder of . . . [a] commissioned work[] created by 

independent contractors” is “the commissioning party at whose 

‘instance and expense’ the work was done.”  Id. at 606 (citing 

Brattleboro Publ’g Co. v. Winmill Publ’g Corp., 369 F.2d 565, 567–

68 (2d Cir. 1966)); see also Lin–Brook Builders Hardware v. 

Gertler, 352 F.2d 298, 300 (9th Cir. 1965) (adopting instance-and-

expense test).   

 In Forward, the First Circuit held that demo tapes with music 

from the blues band George Thorogood and the Destroyers were not 

works for hire where there was no evidence they were “prepared for 

the use and benefit of” plaintiff music aficionado, who had 

arranged for the band to record the tapes.  Forward, 985 F.2d at 

604–06.  Instead, the tapes had been recorded for the purpose of 

enticing a record company to sign the band to a record deal.  Id. 

at 606.  Moreover, the aficionado, as the alleged commissioning 

party, “neither employed nor commissioned the band members nor did 
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he compensate or agree to compensate them.”  Id.  Because the tapes 

were not produced at plaintiff’s instance and expense, the First 

Circuit ruled, he was not their author under the 1909 Act.  Id. 

 In this case, though, the work at issue was “prepared for the 

use and benefit” of, and paid for by, a commissioning party, namely 

Reuben Klamer.  See id.  That is to say, the Game’s prototype was 

produced at his instance and expense.  Instance here “refers to 

the extent to which the hiring party provided the impetus for, 

participated in, or had the power to supervise the creation of the 

work.”  Marvel Characters, Inc. v. Kirby, 726 F.3d 119, 139 (2d 

Cir. 2013).  And it was Klamer who provided the impetus for the 

prototype’s creation when, after visiting the archives at Milton 

Bradley, he selected Markham’s company to help him make the 

prototype.  Ex. JTX 9; Trial Tr. I 23–26, 28–33; see Twentieth 

Century Fox Film Corp. v. Entertainment Distrib., 429 F.3d 869, 

879 (9th Cir. 2005) (describing “the ‘instance’ test as an inquiry 

into whether the motivating factor in producing the work was the 

employer who induced the creation” (quotation marks omitted)).  

This selection is the sole reason for Markham’s involvement, and 

spurred everything that came after:  the fast work of everyone at 

CPD to bring the prototype into existence, Trial Tr. I 99–136; 

Trial Tr. II 58–111; the presentation of the prototype to Milton 

Bradley executives at Chasen’s restaurant, Trial Tr. I 38–39; Exs. 

JTX 25, JTX 29; and ultimately the manufacture and sale of the 

Case 1:15-cv-00419-WES-PAS   Document 240   Filed 01/25/19   Page 18 of 25 PageID #: 8342

ADD-20

Case: 19-1927     Document: 00117541945     Page: 84      Date Filed: 01/24/2020      Entry ID: 6312008



19 
 

Game, Exs. JTX 12, JTX 18, JTX 19, JTX 20, JTX 21, JTX 25, JTX 33.  

 Klamer had the power to supervise the prototype’s creation.  

See Twentieth Century Fox, 429 F.3d at 879 (“The ‘instance’ test 

is shaped in part by the degree to which the hiring party had the 

right to control or supervise the artist’s work.” (quotation marks 

omitted)); Martha Graham, 380 F.3d at 635.  Both Chambers and 

Israel testified to Klamer’s frequent presence at CPD while they 

worked on the prototype.  Trial Tr. I 106–08; Trial Tr. II 73.  

They considered Klamer the client for the project, and one whose 

suggestions for changes they were expected to, and did, implement.  

Trial Tr. I 103–04, 106–07, 130–33; Trial Tr. II 71–78; see Marvel, 

726 F.3d at 139 (“Actual creative contributions or direction 

strongly suggest that the work is made at the hiring party’s 

instance.”).  They also considered Klamer the final arbiter of the 

prototype’s look and feel.  Trial Tr. I 103–04, 106–07, 130–33; 

Trial Tr. II 71–78.  

 The preeminence of Klamer’s predilections is further 

evidenced in the Assignment Agreement.  See Ex. JTX 2.  There, 

Markham recognized that while he had a right to learn of any 

contemplated changes to the prototype’s design, he “understood 

that the final decision regarding such changes shall rest with 

either LINK or [Milton Bradley].”  Id.; see Picture Music, Inc. v. 

Bourne, Inc., 457 F.2d 1213, 1217 (2d Cir. 1972) (finding the song 

“Who’s Afraid of the Big Bad Wolf” a work-for-hire because 
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commissioning parties had “the power to accept, reject, or modify 

[the composer’s] work”). 

 Because Klamer “provided the impetus for, participated in, 

[and] had the power to supervise the creation of [the prototype],” 

the Court concludes it was made at his instance.  Marvel, 726 F.3d 

at 139, 141 (“Marvel’s inducement, right to supervise, exercise of 

that right, and creative contribution with respect to [comic-book 

artist Jack] Kirby’s work during the relevant time period is more 

than enough to establish that the works were created at Marvel’s 

instance.”). 

 The prototype was also created at Klamer’s expense.5  In 

determining who bore the expense of creation, the lodestar is 

financial risk; the question being who took it, or most of it.  

See, e.g., id. at 140 (noting that the law here is ultimately 

interested in who took the “risk with respect to the work’s 

success”); Twentieth Century Fox, 429 F.3d at 881 (affirming that 

General Dwight D. Eisenhower’s World War II memoir was produced at 

                                                           
 5 An argument could have been made (but was not) that the Game 
was created at the instance and expense of Milton Bradley.  After 
all, it was Milton Bradley that solicited Klamer to come up with 
something for the company’s anniversary, and it was Milton Bradley 
that, once it accepted the Game, paid Klamer $5,000 and bore the 
risk of its failure to sell to the public.  There are problems 
with this theory.  For example, it was Klamer who hired Markham, 
not Milton Bradley.  In any event, this argument was not made by 
Hasbro, presumably because, as a recipient of a license in the 
prototype, it would not affect the result, and because Hasbro 
thought it in the company’s interest to present a unified theory. 
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the publisher’s expense because it “took on all the financial risk 

of the book’s success”); Siegel v. Warner Bros. Entm’t. Inc., 658 

F. Supp. 2d 1036, 1058 (C.D. Cal. 2009) (noting that the focus of 

the expense calculus is “on who bore the risk of the work's 

profitability”). 

 One feature of Klamer’s arrangement with Markham and his 

company — and what likely accounted for the level of control Klamer 

had over the making of the prototype — was that Klamer would pay 

any and all costs Markham incurred during the project.  Trial Tr. 

I 41–42, 57–58; Trial Tr. II 49; see Exs. JTX 2, JTX 13.  This was 

true even if Klamer was unable to convince Milton Bradley to 

manufacture the Game.  Trial Tr. I 41–42, 57–58; Trial Tr. II 49 

see Exs. JTX 2, JTX 13.  In other words, if the Milton Bradley 

executives at Chasen’s had been thoroughly unimpressed by the 

prototype and passed on it completely — as they had on the other 

idea Klamer brought to them just months earlier — Klamer would 

have remained on the hook for the $2,423.16 Markham billed him on 

October 12, 1959.  Trial Tr. I 41–42, 57–58; Trial Tr. II 49; see 

Exs. JTX 2, JTX 13; see also Ex. PTX 20 (evidencing Markham’s 

understanding that Klamer’s role in creating the Game was “to sell 

it to Milton Bradley”).  This sum included the cost of Chambers’s 

and Israel’s labor along with the material used in the prototype.  

Ex. JTX 13. 

 Klamer also agreed to pay Markham thirty percent of the 
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royalty he negotiated for himself from Milton Bradley.  Ex. JTX 2.  

And while the use of royalties as payment, as opposed to a fixed 

sum, “generally weighs against finding a work-for-hire 

relationship,” Playboy Enters. v. Dumas, 53 F.3d 549, 555 (2d Cir. 

1995), “[t]he absence of a fixed salary . . . is never conclusive,” 

Picture Music, 457 F.2d at 1216, and has been found “a rather 

inexact method of properly rewarding with ownership the party that 

bears the risk with respect to the work’s success,” Marvel, 726 

F.3d at 141.  Markham was, moreover, not obliged to pay back the 

$773.05 advance on royalties he received from Klamer.  Ex. JTX 2; 

cf. Picture Music, Inc. v. Bourne, Inc., 314 F. Supp. 640, 651 

(S.D.N.Y. 1970) (“[T]he fact that the author was obliged to repay 

advances on royalties which were never accrued is an indicant that 

the relationship was not an employment for hire.”).  So the 

royalties involved here do nothing to change the reality that the 

risk, and therefore the expense, was Klamer’s. 

 Klamer having provided the instance for and bearing the 

expense of the prototype’s invention, the presumption arises under 

the 1909 Act that he was the prototype’s author and entitled to 

its copyright ab initio.  See Twentieth Century Fox, 429 F.3d at 

881; Forward, 985 F.2d at 606.  And contrary to Markham’s 

contention, nothing in the Assignment Agreement overcomes this 

presumption.  See Lin-Brook Builders, 352 F.2d at 300 (holding 

that “an express contractual reservation of the copyright in the 
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artist” is necessary to rebut the presumption of the copyright in 

the hiring party); Nimmer & Nimmer, supra, § 5.03 (noting that 

under the 1909 Act, “in the absence of persuasive evidence of an 

agreement to the contrary, it was generally held that if an artist, 

writer, photographer, architect or other ‘author’ is commissioned 

to create a work, the copyright in such work would vest in the 

person commissioning the work”).  The Agreement states that “[u]pon 

the request of LINK, MARKHAM will pursue any copyright . . . to 

which he may be entitled as the inventor, designer and developer 

of the Game . . . [and] will assign any such copyright . . . to 

LINK.”  Ex. JTX 2. 

 But this language, far from naming a copyright holder other 

than Klamer, is operative only in a hypothetical world where 

Markham held a copyright in the prototype.  The Assignment 

Agreement’s post hoc description of Markham as the “inventor, 

designer and developer of the Game” does not make this hypothetical 

world a reality.  Id.; see Nimmer & Nimmer, supra, § 11.02 

(“Insofar as a work is made ‘for hire’ because it has been prepared 

by an employee within the scope of his employment, it is the 

relationship that actually exists between the parties, not their 

description of that relationship, that is determinative.”). 

Neither does anything else in the Agreement.  See Ex. JTX 2.  So 

it remains the case that in the real world — where, as the foregoing 

has shown, the presumption was that copyright ownership was 
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Klamer’s — this clause in the Assignment Agreement is but an empty 

precaution.  Cf. Marvel, 726 F.3d at 143 (“It is all too likely 

that, if the parties thought about it at all, Kirby’s assignments 

at the time he was paid or later were redundancies insisted upon 

by Marvel to protect its rights; we decline to infer from Marvel's 

suspenders that it had agreed to give Kirby its belt.”).  Decades 

of post-publication history show this was the parties’ 

understanding as well:  Markham was never asked to “pursue any 

copyright” because he had no copyright to pursue.  Ex. JTX 2; see 

Exs. JTX 7, JTX 8, JTX 9, JTX 23. 

 In the final analysis, the prototype was a “work[] made for 

hire” under the 1909 Act, 17 U.S.C. § 26 (repealed 1978), and 

Plaintiffs are thus without termination rights under the 1976 Act, 

17 U.S.C. § 304(c). 

III. Conclusion 

 Like the Game of Life itself, this fifty-nine-year tug-of-

war for renown and royalties has followed a long, circuitous path.  

And one that — on this “Day of Reckoning,” to use the Game’s 

parlance — ends essentially where it began:  for it is sometimes 

said, in disbelief, that success has many fathers, but failure is 

an orphan; nevertheless, the weight of the evidence in this case 

is that the success that met the Game of Life was, in fact, nothing 

if not the result of collective effort.  And although the credit, 

in the colloquial sense, can be split pro rata, the law dictates 
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that the copyrights cannot be.  For this reason — and not because 

of the unparalleled contribution of any one person as compared to 

another — Plaintiffs’ third claim for relief fails. 

IT IS SO ORDERED. 

 

 

William E. Smith 
Chief Judge 
Date: January 25, 2019 
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Minute Entry for proceedings held before Chief Judge William E. Smith: 
Motion Hearing held on 3/25/2019 re 241 MOTION to Amend/Correct 240
Findings of Fact & Conclusions of Law. Robert M. Pallaro, David A. Cole and 
Mary C. Dunn for the Plaintiffs. Patricial L. Glaser, Erica Van Loon, Patricia 
K. Rocha, Courtnes L. Batliner, Ryan M. Gainor and Joshua C. Krumholz for 
the Defendant. Court addresses. Counsel address Motion. Court denies Motion. 
Court will reserve on the issue of whether to certify under 54(b)until counsel 
meet with Magistrate Judge. (Court Reporter Denise /Veitch in Courtroom 3 at 
10:05.) (Jackson, Kerrie) (Entered: 03/25/2019)

03/25/2019 TEXT ORDER denying 241 Motion to Amend/Correct. So Ordered by Chief 
Judge William E. Smith on 3/25/2019. (Jackson, Kerrie) (Entered: 03/25/2019)

03/25/2019 Minute Entry for proceedings held before Magistrate Judge Patricia A. 
Sullivan: Settlement Conference held on 3/25/2019. (Chambers at 11:05.) 
(Saucier, Martha) (Entered: 03/25/2019)

03/25/2019 NOTICE of Hearing: Telephone Conference set for 3/28/2019 at 11:00 AM in 
Magistrate Judge Sullivan Chambers before Magistrate Judge Patricia A. 
Sullivan with Plaintiff's Counsel only. Court to initiate the call. (Saucier, 
Martha) (Entered: 03/25/2019)

03/25/2019 NOTICE of Hearing: Telephone Conference set for 3/29/2019 at 10:00 AM in 
Magistrate Judge Sullivan Chambers before Magistrate Judge Patricia A. 
Sullivan with Defendant's Counsel only. Court to initiate the call. (Saucier, 
Martha) (Entered: 03/25/2019)

03/28/2019 Minute Entry for proceedings held before Magistrate Judge Patricia A. 
Sullivan: Telephone Conference held on 3/28/2019 with Attorneys Robert 
Pollaro and David Cole. (Chambers at 11:00.) (Saucier, Martha) (Entered: 
03/28/2019)

03/29/2019 Minute Entry for proceedings held before Magistrate Judge Patricia A. 
Sullivan: Telephone Conference held on 3/29/2019 with Attorneys Patricia 
Glaser,Erica Van Loon,Joshua Krumholz, Courtney Batliner and Ryan Gainor. 
(Chambers at 10:00.) (Saucier, Martha) (Entered: 03/29/2019)

03/29/2019 NOTICE of Hearing: Telephone Conference set for 4/3/2019 at 04:30 PM in 
Magistrate Judge Sullivan Chambers before Magistrate Judge Patricia A. 
Sullivan with Defendants' counsel only. (Saucier, Martha) (Entered: 
03/29/2019)

04/01/2019 NOTICE of Hearing: Telephone Conference set for 4/4/2019 at 04:00 PM in 
Magistrate Judge Sullivan Chambers before Magistrate Judge Patricia A. 
Sullivan with Plaintiff's Counsel only. (Saucier, Martha) (Entered: 04/01/2019)

04/03/2019 Minute Entry for proceedings held before Magistrate Judge Patricia A. 
Sullivan: Telephone Conference held on 4/3/2019 with Attorneys Patricia 
Glaser, Erica Van Loon, Joshua Krumholz, Ryan Gainor and David Jinkins. 
(Chambers at 4:30.) (Saucier, Martha) (Entered: 04/03/2019)

04/04/2019 Minute Entry for proceedings held before Magistrate Judge Patricia A. 
Sullivan: Telephone Conference held on 4/4/2019 with Attorneys Robert 
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF RHODE ISLAND

_______________________________________
)

MARKHAM CONCEPTS, INC.; SUSAN GARRETSON;)
and LORRAINE MARKHAM, individually and )
in her capacity as trustee of the Bill )
and Lorraine Markham Exemption Trust ) C.A. No. 15-419 WES
and the Lorraine Markham Family Trust, )

)
Plaintiffs, )

)
v. )

)
HASBRO, INC.; REUBEN KLAMER; DAWN )
LINKLETTER GRIFFIN; SHARON LINKLETTER; )
MICHAEL LINKLETTER; LAURA LINKLETTER )
RICH; DENNIS LINKLETTER; THOMAS FEIMAN, )
in his capacity as co-trustee of the )
Irvin S. and Ida Mae Atkins Family )
Trust; ROBERT MILLER, in his capacity )
as co-trustee of the Irvin S. and Ida )
Mae Atkins Family Trust; and MAX )
CANDIOTTY, in his capacity as )
co-trustee of the Irvin S. and Ida Mae )
Atkins Family Trust, )

)
Defendants. )

_______________________________________ )

ORDER

WILLIAM E. SMITH, Chief Judge.

Plaintiffs here have asked the Court to reconsider and amend 

its Findings of Fact and Conclusions of Law (“FFCL”) entered

January 25, 2019. See Pls.’ Mot. to Amend 6–11, ECF No. 241. They

say the Court neglected to discuss an argument of theirs as to why 

the instance-and-expense test should no longer apply under the 

Copyright Act of 1909. Id. The Court, however, clearly stated

what it takes to be the law of this Circuit. See Forward v. 
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Thorogood, 985 F.2d 604, 606 (1st Cir. 1993). There was no 

obligation to regurgitate Plaintiffs’ argument before doing so.

See Biltcliffe v. CitiMortgage, Inc., 772 F.3d 925, 930–31 (1st 

Cir. 2014). Of course it is the Court of Appeals’s prerogative to 

accept this argument and thereby change the law it applied in 

Forward. The Plaintiffs’ Motion to Amend pursuant to Federal Rules 

of Civil Procedure 52(b) and 59(e) is DENIED.

The Court understands the recently entered Stipulation, ECF 

No. 249, to dispose of the remaining claims in this suit, therefore 

mooting Plaintiffs’ arguments in favor of a piecemeal appeal. See

Pls.’ Mot. to Amend 11–15. The Court DENIES the rest of 

Plaintiffs’ Motion to Amend for this reason.  The parties have 

until this Friday, August 2, to show cause as to why final judgment 

should not enter, which will allow appeal of the Court’s FFCL in 

the normal course.  If it is agreed that final judgment is the 

next step, the Court will promptly enter it.

IT IS SO ORDERED.

William E. Smith
Chief Judge
Date: July 29, 2019
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF RHODE ISLAND

MARKHAM CONCEPTS, INC.;
SUSAN GARRETSON; and, LORRAINE
MARKHAM, individually and in her
capacity as trustee of the Bill
and Lorraine Markham Exemption
Trust and the Lorraine Markham
Family Trust,

Plaintiffs,

 v. C.A. No. 15-419 WES

HASBRO, INC.; REUBEN KLAMER;
DAWN LINLETTER GRIFFIN; SHARON
LINKLETTER; MICHAEL LINKLETTER;
LAURA LINKLETTER RICH; DENNIS
LINKLETTER; THOMAS FEIMAN, in 
his capacity as co-trustee of
the Irvin S. and Ida Mae Atkins
Family Trust; ROBERT MILLER, in
his capacity as co-trustee of
the Irvin S. and Ida Mae Atkins
Family Trust; and, MAX CANDIOTTY,
in his capacity as co-trustee of
the Irvin S. and Ida Mae Atkins
Family Trust,

Defendants.

JUDGMENT

[    ]  Jury Verdict.  This action came before the Court for a trial by jury.  The issues have been tried and

the jury has rendered its verdict.

[ X ]  Decision by the Court.  This action came to trial or hearing before the Court.  The issues have been

tried or heard and a decision has been rendered.

IT IS ORDERED AND ADJUDGED: 

Pursuant to the Order entering by this Court on July 29 ,th

2019 (ECF No. 250) and with no cause having been shown that
final judgment should not enter, judgment hereby enters for
the Defendants Hasbro, Inc., Reuben Klamer, Dawn Linkletter
Griffin, Sharon Linkletter, Michael Linkletter, Laura
Linkletter Rich, Dennis Linkletter, Thomas Feiman (in his 
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capacity as co-trustee of the Irvin S. and Ida Mae Atkins
Family Trust), Robert Miller (in his capacity as co-trustee
of the Irvin S. and Ida Mae Atkins Family Trust), and Max
Candiotty (in his capacity as co-trustee of the Irvin S. and
Ida Mae Atkins Family Trust) and against the Plaintiffs
Markham Concepts, Inc., Lorraine Markham, and Susan
Garretson as to Count III of the Third Amended Complaint
(ECF No. 127). The remaining counts of the complaint were
dismissed by this Court’s July 25 , 2019 Text Order enteringth

the parties’ Stipulation of Partial Dismissal with Prejudice
(ECF No. 249).

Enter:

/s/ Ryan H. Jackson
                    
Deputy Clerk

Dated: August 14 , 2019th
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