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UNITED STATES DISTRICT COURT A

CENTRAL DISTRICT OF CALIFORNIA
| . A
GAMELOFT S.A. and GAMELOFT, | Case Ne. GV U 9— 3 (6 9 (B

. COMPLAINT FOR
Plaintiffs, DECLARATORY RELIEF

v, : DEMAND FOR JURY TRIAL

ROBERT BURCK d/b/a THE NAKED
COWBOY; NAKED COWBOY
ENTERPRISES; and DOES 1 through
10, inclusive,

;]

Defendants.

Plaintiffs Gameloft, S.A. and Gameloft, Inc. (collectively, “Gameloft”)

hereby allege as follows:

INTRODUCTION

1. In this case, Gameloft, a publisher of video games for mobile phones

and other portable devices, seeks to vindicate its First Amendment right to evoke
cultural icons and landmarks in a work of artistic expression. The game at issue is
“New York Nights,” an interactive simulation in which players navigate through
the neighborhoods and streets of New York City. Defendants claim to own rights
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in the “Naked Cowboy,” a street performer who regularly appears in New York’s
Times Square. They have threatened Gameloft with legal action and monetary
damages, contending that one of the characters in Gameloft’s video game is
reminiscent of the “Naked Cowboy,” and therefore violates their trademark
interests. Having been so threatened, Gameloft seeks to remove the cloud that
defendants have placed on its rights by requesting a declaration that its use of
defendants’ trademark, if any, is protected by the First Amendment and has not

infringed any of defendants’ rights.

JURISDICTION AND VENUE
2. This action arises under the Declaratory Judgment Act, 28 U.S.C. §
2201, and the Lanham Act, 15 U.S.C. § 1121 et seq. This Court has subject matter
jurisdiction under 28 U.S.C. §§ 1331 and 1338(a).
3. Venue in this Judicial District is proper under 28 U.S.C. § 1391 in that

a substantial part of the events giving rise to Gameloft’s claims occurred in this
Judicial District, and that defendants are subject to personal jurisdiction in this

District by virtue of their transacting and soliciting business in this District.

THE PARTIES

4, Gameloft S.A. is a French corporation that develops and distributes

mobile phone video games and games for other portable hand-held devices.
Gameloft, Inc. is its United States affiliate, and it maintains employees and an
office in California. Gameloft S.A. and Gameloft, Inc. are referred to collectively
herein as “Gameloft.”

5. Gameloft is informed and believes, and based thereon alleges, that
defendant Robert Burck, d/b/a The Naked Cowboy (“Burck”) is a street performer
who makes appearances in New York’s Times Square wearing a white cowboy hat,

white cowboy boots, white underwear briefs, and an acoustic guitar. Gameloft is
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further informed and believes, and based thereon alleges, that Burck has parlayed
his success as a street performer into other business ventures, such as personal
appearances, motivational speaking, television, and licensing activities, which
ventures he conducts through defendant Naked Cowboy Enterprises, form of
business unknown.

6. Gameloft is informed and believes, and based thereon alleges that
defendants Burck and Naked Cowboy Enterprises transact business throughout the
United States, including in this Judicial District, by soliciting and entering into
license agreements and other business ventures.

7. Gameloft is unaware of the true names and capacities of the defendants
sued herein as Does 1 through 10, inclusive, and therefore sues these defendants by
fictitious names. Gameloft will seek leave of the Court to. amend this Complaint to
allege their true names and capacities when ascertained. Gameloft is informed and
believes, and based thereon alleges, that each fictitiously named defendant holds or
purports to hold interests in the trademark rights at issue in this Complaint. Burck,
Naked Cowboy Enterprises and Does 1 through 10 are sometimes referred to
collectively herein as “Defendants.”

8. Gameloft is informed and believes, and based thereon alleges, that at
all times relevant herein, each of the Defendants was the agent, servant, or
employee of each other Defendant, and at all times relevant herein was acting in

whole or at least in part within the scope of such agency.

GENERAL ALLEGATIONS
9. In April 2008, Gameloft released its mobile game entitled “New York
Nights 2: Friends for Life” for mobile telephones. In May 2009, Gameloft

submitted a version of the game to Apple so it could be released on the iPhone and
iPod Touch devices under the name “New York Nights: Success in the City.” The

game, in each of its versions, is referred to herein as the “Game.”
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10.  The Game is an interactive social simulation in which players choose a
character (with a personalized hairstyle and wardrobe) to live, work and play in
New York City. The player is given a wide range of choices to decide how to
conduct his or her social, professional and love lives, all while attending to basic
needs like eating, sleeping and showering. Each choice the player makes affects the
outcome of the Game.

11.  The New York backdrop pervades all aspects of the Game. Arriving at
John F. Kennedy airport, the player’s first task is to hail a yellow taxi to a
Greenwich Village apartment. The player must then find a roommate, get a job,
and form relationships with some of the characters that appear in the Game. The
key to making players feel that they are immersed in the New York “experience” is
the Game’s realism. Subject to the technological limitations of the mobile game
medium, the Game depicts several real life New York neighborhoods for the player
to explore, such as 5th Avenue, Wall Street, Central Park, Times Square and
Chinatown. Within each neighborhood, landmarks such as the Statue of Liberty,
yellow cabs, Broadway theaters, the Rockefeller Square ice rink and Christmas tree,
hot dog vendors, street artists and performers, homeless people and tourists
heighten the realism for the player.

12.  In one portion in the Game, a street performer wearing a cowboy hat
and playing a guitar is depicted in Times Square. In the mobile version of the
Game, the character appears in underwear. In the iPhone/iPod version, he appears
in a brown hat, pants and a beard. In both versions, he holds a guitar. This
character, named “Nick,” is just one of the numerous characters depicted, and he
does not play a major role in the Game. Indeed, the segment in which Nick is
featured lasts for only a matter of seconds, compared to the several hours of game
play required to complete the Game.

13. On or about May 15, 2009, Mathieu Rolland (a Gameloft employee

based in California) received a letter from one of Defendants’ representatives, Todd
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Rubenstein, who identified himself as a Vice President of Naked Cowboy
Enterprises. Mr. Rubenstein claimed that Gameloft was using its trademark in
NAKED COWBOY (U.S.P.T.O. Reg. No. 2560456) without authorization in the
Game. In fact, the Game does not mention or refer to the wbrds “Naked Cowboy”
at all.

14, Mr. Rubenstein further contended that Gameloft and any other parties
associated with the development of the Game were liable for licensing fees and
“any liabilities that may need to be addressed with regard to the unauthorized uses.”
He further threatened to seek damages unless Gameloft paid Defendants a license
fee.

15.  On or about May 26, 2009, Gameloft’s counsel responded to Mr.
Rubenstein’s letter, pointing out that video games are expressive works entitled to
First Amendment protection, and that an artistic work’s use of a trademark is not
actionable unless the use of the mark has no artistic relevance to the underlying
work whatsoever, or, if it has some artistic relevance, unless it explicitly misleads
as to the source or content of the work.

16.  Gameloft noted that, to the extent the “Nick” character may remind
people of the “Naked Cowboy,” it is because he, like the other icons featured in the
Game, is part of the Times Square landscape that evokes the realistic look and feel
of the city. Gameloft also stated that there is nothing in the Game that would
explicitly mislead users into thinking that the “Naked Cowboy” produced or
sponsored the Game. Not only is the “Nick” character a minor part of the Game,
but he is a humorous caricature that imitates the style of Times Square street
performers for comic effect, and is not a literal depiction of the “Naked Cowboy.”

17. Mr. Rubenstein responded and, without even mentioning Game!oﬂ’s
First Amendment argument, stated: “[W]e are completely dissatisfied with your

response and you will be notified of our action with regard to Gameloft’s
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unauthorized use of the Naked Cowboy registered trademark for commercial

purposes in the game ‘New York Nights.””

CLAIM FOR RELIEF
(Declaratory Judgment - No Trademark Infringment:
15 U.S.C. § 1121 et seq.)

18.  Gameloft realleges and incorporates by this reference the allegations

contained in paragraphs 1 through 17, inclusive, as though they were ful ly set forth
herein.

19. By reason of the foregoing facts, an actual controversy has arisen
between the parties as to whether the Game infringes Defendants’ alleged
trademarks rights, either as registered or as protected under the common law.
Gameloft contends that it has not used Defendants’ registered trademark in any
manner; that the Game’s “Nick” character is a humorous caricature that is fully
protected by the First Amendment to the extent it reminds players of the “Naked
Cowboy”; and that Gameloft has not directly or indirectly infringed any trademarks
or other rights owned or held by Defendants.

20.  Defendants dispute these contentions. They claim that Gameloft has
infringed their trademark rights in the “Naked Cowboy,” and have threatened
Gameloft with legal action unless Gameloft pays Defendants a license fee.

21.  Inview of the foregoing, an actual controversy has arisen and exists
between Gameloft and Defendants within the meaning of the Declaratory J udgment
Act, 28 U.S.C. § 2201. Accordingly, Gameloft hereby requests a declaration of this
Court under the provisions of 28 U.S.C. § 2201, setting forth the respective rights
and other legal relations of Gameloft and Defendants. In particular, Gameloft
requests a declaration that the Game does not directly or indirectly infringe
Defendants’ trademark rights (if any), so there will be no controversy clouding the

right of Gameloft or its licensees to continue distributing the Game.
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PRAYER
WHEREFORE, Gameloft prays judgment against Defendants as follows:

1. For a declaration that Gameloft has not infringed any trademarks
owned or held by Defendants;

2. For injunctive relief restraining Defendants, their agents, licensees,
servants, employees, successors, and assigns, and all others in concert or privity
with them, from bringing any lawsuit or threat against Gameloft or any other person
or entity for trademark infringement in connection with the development, marketing
or distribution of the Game;

3. For an award of the costs, expenses and attorneys’ fees incurred by
Gameloft herein; and | |

4, For such other and further relief as the Court may deem just and

proper.

DATED: May 27, 2009 GREENBERG GLUSKER FIELDS
CLAMAN & MACHTINGER LLP

By

AARONJ. MOSS
Attorneys for Plaintiffs Gameloft S.A.
and Gameloft, Inc.
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DEMAND FOR JURY TRIAL

Plaintiffs hereby request a jury trial on all issues so triable.

DATED: May 27, 2009
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"AARONT_MOSS
Attorneys for PlaintiffsGameloft S.A.
and Gameloft, Inc.
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ROBERT BURCK d/b/a THE NAKED COWBOY and NAKED
COWBOY ENTERPRISES, and DOES 1 through 10, inclusive

(b} Attorneys (Firm Name, Address and Tele

yourself, provide same.)

AARON J. MOSS (SBN 190625)

GREENBERG GLUSKER FIELDS CLAMAN &

MACHTINGER LLP

1900 Avenue of the Stars, 21st Floor, Los Angeles, CA 90067

Tel: 310.553.3610  Fax: 310.553.0687
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(If Known)
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GAMELOFT, INC. Delaware, doing business in Los Angeles

(b} List the County in this District; California County outside of this District; State if other than Califomia; or Foreign Country, in which EACH named defendant resides,
[ Check here if the government, its agencies or employees is a named defendant. If this box is checked, go to item (c).

County in this District:* California County outside of this District; State, if other than California; or Foreign Country
ROBERT BURCK d/b/a THE NAKED COWBOY New York, doing business in Los Angeles
NAKED COWBOY ENTERPRISES New York, doing business in Los Angeles

(c) List the County in this Distriet; Califoria County outside of this District; State if other than California; or Foreign Country, in which EACH claim arose.
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861 HIA All claims for health insurance benefits (Medicare) under Title 18, Part A, of the Social Security Act, as amended.
Also, inelude elaims by hospitals, skilled nursing faeilities, etc., for certification as providers of services under the
program, (42 U.S.C. 1935FF(b))

862 BL All elaims for "Black Lung” benefits under Title 4, Pant B, of the Federal Coal Mine Health and Safety Act of 1969.
(30 U.S.C. 923)

863 DIWC All claims filed by insured workers for disability insurance benefits under Title 2 of the Social Security Act, as
amended, plus all claims filed for child's insurance bencfits based on disability. (42 U.S.C. 405(g))

863 DIWw All claims filed for widows or widowers insurance benefits based on disability under Title 2 of the Social Security
Act, as amended. (42 U.5.C. 405(g))

864 SSID All claims for supplemental security income payments based upon disability filed under Title 16 of the Social Security
Act, as amended.
BGS RSI All claims for retirement (0ld age) and survivors benefits under Title 2 of the Soeial Security Act, as amended, (42
US.C. (g)
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